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In the Court of Appeals of the District of Columbia. 


No. 2396. 

The U. S. of A. ex Relatione Isabella Scott et al., Appellants, 

vs. 

Edward B. Moore, Commissioner of Patents, et al. 


a Supreme Court of the District of Columbia. 

No. 54011. At Law. 

The United States of America ex Relatione Isabella Scott and 
David J. Scott, Executors of Walter Scott, Deceased, 

vs. 

Edward B. Moore, Commissioner of Patents, and Frederick 
A. Tennant, Assistant Commissioner of Patents, in the United 
States Patent Office. 

United States of America, 

District of Columbia, ss: 

Be it remembered, That in the Supreme Court of the District of 
Columbia, at the City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were filed and proceed¬ 
ings had in the above-entitled cause, to wit: 

1 Petition & Motion. 

Filed October 11, 1911. 

In the Supreme Court of the District of Columbia. 

At Law. No. 54011. 

The United States of America ex Relatione Isabella Scott and 
David J. Scott, Executors of Walter Scott, Deceased, 

vs. 

Edward B. Moore, Commissioner of Patents, and Frederick 
A. Tennant, Assistant Commissioner of Patents, in the United 
States Patent Office. 

In the Matter of the Petition of Isabella Scott and David J. Scott, 
Executors of the State of Walter Scott, Deceased, Praying a Writ 
of Mandamus. 

And now into this Honorable Court, by their Attorney and Coun¬ 
sel, Axel V. Beeken, come Isabella Scott and David J. Scott, of 
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Plainfield, Union County, New Jersey, Executors of the estate of 
Walter Scott, late of Plainfield, Union County, New Jersey, and 
respectfully ask leave of the Court to file a petition herewith ex¬ 
hibited, for a writ of mandamus to Edward B. Moore, Commis¬ 
sioner of Patents, and Frederick A. Tennant, Assistant Commis¬ 
sioner of Patents, in the United States Patent Office, and pray the 
Court to direct a rule to be issued to the said Edward B. Moore, 
Commissioner of Patents, and Frederick A. Tennant, Assistant 
Commissioner of Patents, to show cause on a day to be fixed by the 
Court why a peremptory writ of mandamus should not issue, com¬ 
manding said Edward B. Moore, Commissioner of Patents, 

2 and said Frederick A. Tennant, Assistant Commissioner of 
Patents, to cause interference No. 31,654 to be set down 

for final hearing before the Examiner of Interferences in the United 
States Patent Office, and to cause dates to be set for the taking of 
testimony in said interference. And your petitioners pray for such 
other relief as may be just. 

AXEL V. BEEKEN, 

Attorney and of Counsel for Petitioners. 

******* 

In the Matter of the Petition of Isal>ella Scott and David J. Scott, 
Executors of the Estate of Walter Scott, Deceased, Praying for 
a Writ of Mandamus. 

To the Honorable Supreme Court of the District of Columbia: 

The petition of Isabella Scott and David J. Scott, Executors of 
the Estate of Walter Scott, deceased, respectfully shows: 

I. That your petitioners, Isabella Scott and David J. Scott, are 
citizens of the United States, and residents of Plainfield, Union 
County, New Jersey, and are the qualified executors of the Estate 
of Walter Scott, late of Plainfield, Union County, New Jersey. 

II. That on the 24th day of May, 1909, your petitioners, being 
then as now the qualified Executors of the Estate of said Walter 
Scott, filed an application for letters patent in the United States 

Patent Office, Serial No. 498,083 for an improvement in 

3 Printing Machines, which was alleged to be a division of an 
application for patent filed by your petitioners’ testator, 

Walter Scott, on the 15th day of December, 1904, Serial No. 236,933. 

III. That thereafter, and on or about the 22nd day of March, 
1910 an interference numbered 31654 was declared between the said 
applications Serial No. 498,083, and 236,933 and the patent to 
Henry F. Bechman (Duplex Printing Press Company, Assignee), 
dated March 6,1906, No. 814,510, filed July 26, 1905, in accordance 
with Section 4904 of the Revised Statutes and with Rules 93-96 
and other rules of the Rules of Practice of the United States Patent 
Office. 

The declaration of the interference was as follows: 
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“Department of the Interior, H. A./M. H. 
United States Patent Office, 
Washington, D. C.,-, 190-. 


U. S. Patent Office, 
Interference Division, 
Mar. 22, 1910, 
Mailed. 


Isabella Scott and David John Scott, Executors of Walter Scott, 


Deceased, c/o Richard W. 
N. Y.: 


Barkley, 220 Broadway, New York, 


Please find below a copy of a communication from the Examiner 
concerning the application, Serial No. 498,083, filed May 24, 1909, 
Division of application, Sr. No. 236,933, filed Dec. 15, 1904, for 
“Printing Machines”. 

Very respectfully, 


E. B. MOORE, 


Commissioner of Patents. 


Room No. 303. 


All communications should be addressed to “The Commissioner 
of Patents, Washington, D. C.” 

“March 15, 1910. 

4 “Your case, above referred to, is adjudged to interfere with 

others, hereafter specified, and the question of priority will 
be determined in conformity with the Rules. 

“The statement demanded by Rule 110 must be sealed up and 
filed on or before the 25 day of Apr. 1910- 190- y with the sub¬ 

ject of the invention, and name of party filing it, indorsed on the 
envelope. The subject matter involved in the interference is 

Count 1. In a printing press, the combination of two rotary 
perfecting printing mechanisms arranged end to end in one frame 
and closely adjacent, the printing couples in each being parallel 
with and adjacent to each other, and a folding mechanism exterior 
to said mechanisms. 

Count 2. In a printing press, the combination of a plurality of 
perfecting mechanisms, each comprising two plate and two im¬ 
pression cylinders arranged longitudinally of the press and close to¬ 
gether, the perfecting mechanisms being arranged substantially end 
to end and closely adjacent, and a folding mechanism outside the 
printing mechanisms. 

Count 3. In a newspaper printing press, the combination of a 
plurality of perfecting mechanisms in substantially the same plane, 
each comprising two plate cylinders and two impression cylinder- 
arranged longitudinally of the press, and close together, the per¬ 
fecting mechanisms being arranged closely adjacent end to end, 
and a folding mechanism outside the printing mechanism. 

Count 4. In a printing press, the combination of two printing 
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mechanisms in one frame, each comprising rotary plate and im¬ 
pression cylinders extending longitudinally of the press, the printing 
couples being arranged closely adjacent without intervening mech¬ 
anism, the plate cylinders being outermost, and the adjacent mech¬ 
anisms being arranged closely adjacent end to end and longitudinally 
of the frame, means for driving the cylinders, and inking mech¬ 
anisms for the plate cylinders arranged parallel therewith. 

5 “This interference involves the application above identified, 

and 

“A patent for “Rotary Printing Presses”, granted to Henry F. 
Bechman of Battle Creek, Michigan, dated March 6, 1906, No. 
814,510, whose attorneys are Alexander and Dowell of 607 Seventh 
Street, N. W., Washington, D. C. and whose assignee is the Duplex 
Printing Press Company of Battle Creek, Michigan. 

“The relation of the counts of this interference to the claims of 


the respective parties is as 

follows: 


Counts. 

Scott. 

Bechman. 

1 

1 

1 

2 

2 

2 

3 

3 

5 

4 

4 

11 


“This interference is declared under the provisions of Rule 96 
and when the question of priority has been determined this case will 
be held for further revision and restriction in accordance with the 

provisions of said Rule.” 

Section 4904 and Rule 93 are as follows: 

“Sec. 4904. Whenever an application is made for a patent which, 
in the opinion of the Commissioner, would interfere with any 
pending application, or with any unexpired patent, he shall give 
notice thereof to the applicants, or applicant and patentee, as the 
case may be, and shall direct the primary examiner to proceed to de¬ 
termine the question of priority of invention. And the Commissioner 
may issue a patent to the party who is adjudged the prior inventor, 
unless the adverse party appeals from the decision of the primary 
examiner, or of the board of examiners-in-chief, as the case may 
within such time, not less than twenty days, as the Commissioner 
shall prescribe.” 

6 “93. An interference is a proceeding instituted for the 

purpose of determining the question of priority of inven¬ 
tion between two or more parties claiming substantially the same 
patentable invention. The fact that one of the parties has already 
obtained a patent will not prevent an interference, for, although 
the Commissioner has no power to. cancel a patent, he may grant 
another patent for the same invention to a person who proves to be 
the prior inventor.” 

IV. On information and belief, that thereupon, and on the same 
date, the Examiner of Interferences of the United .States Patent 
Office took jurisdiction of the case in accordance with Rules 101 
and 102 and other rules of the Patent Office, which Rules 101 and 
102 are as follows; 
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“101. Upon the institution and declaration of the interference, as 
provided in Rule 102, the examiner of interferences will take juris¬ 
diction of the same, which will then become a contested case; but 
the primary examiner will determine the motions mentioned in 
Rule 122, as therein provided.” 

“102. When the notices of interference are in proper form, the 
examiner of interferences will add thereto a designation of the time 
within which the preliminary statements required by Rule 110 
must be filed, and will, pro forma, institute and declare the inter¬ 
ference by forwarding the notices to the several parties to the pro¬ 
ceeding.” 

V. That thereafter a preliminary statement as required by the 
Rules of Practice of the Patent Office, was filed by your petitioners, 
and on May 4, 1910 times for taking testimony and for final hear¬ 
ing were set by the Examiner of Interferences in accordance with 
Rule 118 of the Rules of Practice of the Patent Office, which rule 
is as follows: 

“118. Times will be assigned in which the junior applicant shall 
complete his testimony in chief, and in which the other party shall 
complete the testimony on his side, and a further time in 
7 which the junior applicant may take rebutting testimony; 

but he shall take no other testimony. If there be more than 
two parties to the interference, the times for taking testimony will be 
so arranged that each shall have an opportunity to prove his case 
against prior applicants and to rebut their evidence, and also to meet 
the evidence of junior applicants.” 

V. On information and belief, that thereafter, and on or about 
the 28th day of May, 1910, the party Bechman questioned the right 
of your petitioners to the claims involved in the interference as a 
basis for decision on the question of priority of invention under 
Rule 130, and brought a motion in accordance with Rule 122 for 
the dissolution of the interference on the ground that you peti¬ 
tioners had no right to make the claims in issue, because your peti¬ 
tioners’ application Serial No. 236,933, did not disclose the issue in 
controversy. 

VII. That Rule 130 and 122 of the Rules of Practice of the 
Patent Office are as follows: 

“130. Where the patentability of a claim to an opponent is mar 
terial to the right of a party to a patent, said party may urge the 
non patentability of the claim to his opponent at final hearing before 
the examiner of interferences as a basis for the decision upon priority 
of invention, and upon appeals from such decision. A party shall 
not be entitled to take such step, however, unless he has duly pre¬ 
sented and prosecuted a motion under Rule 122 for dissolution upon 
the ground in question, or shows good reason why such a motion 
was not presented and prosecuted.” 

“122. Motions to dissolve an interference (1) upon the ground 
that there has been such informality in declaring the same as will 
preclude a proper determination of the question of priority of in¬ 
vention, or (2) which deny the patentability of an applicant’s 
claim, or (3) which deny his right to make the claim, or (4) which 
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allege that counts of the issue have different meanings in the cases 
of different parties should contain a full statement of the grounds 
relied upon, and should, if possible, be made not later than 

8 the thirtieth day after the statements of the parties have been 
received and approved. Such motions, and all motions of a 

similar character, should be accompanied by a motion to transmit 
the same to the primary examiner, and such motion to transmit 
should be noticed for hearing upon a day certain before the examiner 
of interferences. When in proper form the motion presented will 
be transmitted by the examiner of interferences, with the files and 
papers, to the proper primary examiner for his determination, who 
will thereupon fix a day certain when the said motion will be heard 
before him upon the merits, and give notice thereof to all the 
parties. If a stay of proceedings be desired, a motion therefor 
should accompany the motion for transmission. 

When the motion has been decided by the primary examiner the 
files and papers, with his decision, will be sent at once to the docket 
clerk. 

Motions to shift the burden of proof should be made before, and 
will be determined by, the examiner of interferences. No appeal 
from the decision on such motions will be entertained, but the matter 
may be reviewed on appeal from the final decision upon the question 
of priority of invention.” 

VIII. On information and belief that the Examiner of Interfer¬ 
ences suspended proceedings and transmitted this motion to the 
Primary Examiner in accordance with Rule 101, who granted the 
motion to dissolve on or about the 22nd day of July, 1910. 

IX. That thereafter your petitioners appealed successively to the 
Board of Examiners-in-Chief and to the Commissioner of Patents 
from the decision of the Primary Examiner and that his decision on 
the said motion was successively affirmed by them on appeal. 

X. That thereafter your petitioners, on or about the 16th day of 

August, 1911, brought a motion before the Examiner of In- 

9 terferences to set the interference case 31654 for final hear¬ 
ing and to set dates for taking testimony under rule 130. 

XI. That under the Rules 130 and 118 and other rules of the 
Patent Office, it then became the duty of the Examiner of Inter¬ 
ferences to reset the said interference No. 31654 for final hearing, 
and to reset dates for taking testimony but that, notwithstanding, 
he refused so to do and dismissed the motion by a decision rendered 
August 28, 1911. 

XII. That thereafter, on or about the 4th day of September, 1911, 
your petitioners appealed to the Commissioner of Patents, Edward 
B. Moore, from the decision of the Examiner of Interferences on 
the motion, and that it then became the duty of the Commissioner 
of Patents, Edward B. Moore, to direct the Examiner of Interferences 
to set the interference case No. 31654 down for final hearing and 
to set times for the taking of testimony. That notwithstanding 
this, the said Commissioner of Patents, Edward B. Moore, by a de¬ 
cision rendered on the 26th day of September, 1911, by Frederick 
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A. Tennant, Assistant Commissioner, refused so to do, and dismissed 
the appeal. 

XIII. On information and belief, that your petitioners’ testator, 
Walter Scott, did not at any time file in the Patent Office a written 
declaration of abandonment of the invention in controversy. 

XIV. That your petitioners have not at any time filed in the 
Patent Office a written concession of priority or a written declaration 

of abandonment of the invention. 

10 XV. That it was the duty of the Commissioner of Patents, 

Edward B. Moore, and Assistant Commissioner Frederick A. 
Tennant, not to determine the interference without judgment of 
priority in accordance with Rules 130, 118 and 125 of the Rules 
of Practice, but that notwithstanding this they have determined the 
interference without testimony, without final hearing and without 
judgment of priority. 

XVI. And your petitioners further show T , as they are advised by 
counsel learned in the law, that they have exhausted all means in 
the Patent Office to obtain their legal rights to a final hearing and 
to take testimony 

Wherefore your petitioners pray that a peremptory w T rit of man¬ 
damus be granted by this Honorable Court commanding Edward B. 
Moore, Commissioner of Patents, and Frederick A. Tennant, As¬ 
sistant Commissioner of Patents, to direct the Examiner of Inter¬ 
ferences to set interference No. 31654 down for final hearing and for 
the taking of testimony. 

And your petitioners pray for such other relief as to this Hon¬ 
orable Court may seem meet and proper. 

And your petitioners will ever pray &c. 

ISABELLA SCOTT, 

DAVID J. SCOTT, 

Executors of the Estate of Walter Scott, Deceased. 

AXEL V. BEEKEN, 

Attorney and of Counsel for Petitioners. 


11 State of New Jersey, 

County of Union, ss: 

Isabella Scott being duly sworn says: that she is one of the peti¬ 
tioners above-named, that she has read the foregoing petition and 
knows the contents thereof, and that the same is true of her own 
knowdedge except those matters therein stated to be alleged on infor¬ 
mation and belief, and as to those matters she believes it to be rrue. 

ISABELLA SCOTT. 

Subscribed and sworn to before me this 9th day of October, 1911. 

[seal.] ARTHUR E. CRONE, 

Notary Public. 
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Rule to Show Cause. 

Piled October 11, 1911. 

******* 

On reading the petition for the writ of mandamus in this cause 
and upon considering the same, it is this 11th day of October, 1911, 
ordered That the defendants show cause herein on the 20th day of 
Octo. 1911, at 10 o’clock A. M., before this court, why the said writ 
of mandamus should not issue as prayed. 

Provided that a copy of this order and petition be served on the 
defendants on or before the 13th day of October, 1911. 

WENDELL P. STAFFORD, Justice . 


12 Marshals Return. 

Served copy of within order and petition on Edward B. Moore, 
Commissioner of Patents and Frederick A. Tennant, Assistant Com¬ 
missioner of Patents, personally. 

Oct. 11, 1911. 

AULICK PALMER, Marshal 
S. 

Answer. 

Filed October 20, 1911. 

******* 

To the Honorable the Judges of the Supreme Court of the District 
of Columbia: 

The respondents, Edward B. Moore, Commissioner of Patents, 
and Frederick A. Tennant, Assistant Commissioner of Patents, in 
response to the order to show cause why the writ of mandamus 
should not issue, and in answer to relators' petition, say: 

That they admit the facts to be as alleged in paragraphs I to XIV, 
inclusive, of the petition, except that the interference referred to in 
paragraph III was made to include relators’ later application No. 
498,083, only, and not both applications as there stated, and, fur¬ 
ther, they specifically deny that it was, or ever has been, the duty 
of either of them, or that of the examiner of interferences, 

13 under their direction or otherwise, to reset interference No. 
31,654, for final hearing or reset times for taking testimony 

therein, as alleged in paragraphs XI and XII of the petition. They 
also specifically deny the implication of paragraph VI as to Rule 
130 of the Patent Office rules and state that this rule has had no 
application whatever to any of the proceedings thus far had in said 
interference. 

Respondents deny the allegations of paragraph XV and further 
answering say that the interference referred to in the petition now 
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stands abolished by reason of the Commissioner’^ decision of July 
13, 1911, dissolving the same, (a copy of which is attached, marked 
Exhibit A, and made a part hereof,) which decision was rendered 
after a full hearing of both parties thereto and after two appeals 
had been had on the question, all as regularly provided for by the 
rules of practice of the Patent Office; and that there is no statute or 
rule which makes it the duty of the Commissioner to set down, or 
have set down, for final hearing and the taking of testimony, an 
interference which thus stands dissolved. 

Section 4904 of the Revised Statutes provides for the institution 
of interference proceedings 

‘‘Whenever an application is made for patent which in the opinion 
of the Commissioner would interfere with any pending application, 
or with any unexpired patent.” (Emphasis ours.) 

No statute provides for the dissolution of interferences which are 
erroneously declared under this section, but the rules of the 
14 Patent Office make such provision. These rules have been 
promulgated under the authority conferred by Section 483 
of the Revised Statutes, which reads as follows: 

“Sec. 483. The Commissioner of Patents, subject to the approval 
of the Secretary of the Interior, may from time to time establish 
regulations, not inconsistent with law, for the conduct of proceed¬ 
ings in the Patent Office. 

Rules 122, 124, 126 and 128 read as follows: 

122. Motions to dissolve an interference (1) upon the ground 
that there has been such informality in declaring the same as will 
preclude a proper determination of the question of priority of in¬ 
vention, or (2) which deny the patentability of an applicant's claim, 
or (3) which deny his right to make the claim, or (4) which allege 
that counts of the issue have different meanings in the cases of dif¬ 
ferent parties should contain a full statement of the grounds relied 
upon, and should, if possible, be made not later than the thirtieth day 
after the statements of the parties have been received and approved. 
Such motions, and all motions of a similar character, should be 
accompanied by a motion to transmit the same to the primary 
examiner, and such motion to transmit should be noticed for hearing 
upon a day certain before the examiner of interferences. When in 
proper form the motion presented will be transmitted by the ex¬ 
aminer of interferences, with the files and papers, to the proper 
primary examiner for his determination, who will thereupon fix a 
day certain when the said motion will be heard before him upon the 
merits, and give notice thereof to all the parties. If a stay of pro¬ 
ceedings be desired, a motion therefor should accompany the motion 
for transmission. 

When the motion has been decided by the primary examiner the 
files and papers, with his decision, will be sent at once to the docket 
clerk. 

Motions to shift the burden of proof should be made before, and 
will be determined by, the examiner of interferences. No appeal 
from the decision on such motions will be entertained, but the matter 
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may be reviewed on appeal from the final decision upon the question 
of priority of invention. 

124. Where, on motion for dissolution, the Primary Examiner 
renders an adverse decision upon the merits of a party’s case, as 
when he holds that the issue is not patentable or that a party has no 
right to make a claim, or that the counts of the issue have different 
meanings in the cases of different parties, he shall fix a limit of appeal 
not less than twenty days from the date of his decision. Apj)eai 
lies to the examiners-in-chief in the first instance and will be 

15 heard inter partes. If the appeal is not taken within the 
time fixed, it will not be entertained except by permission of 

the Commissioner. 

No appeal will be permitted from a decision rendered upon mo¬ 
tion for dissolution, affirming the patentability of a claim or the 
applicant’s right to make the same or the identity of meaning of 
counts in the cases of different parties. 

Appeals may be taken directly to the Commissioner, except in the 
cases provided for in the preceding portions of this rule, from de¬ 
cisions on such motions as, in his judgment, should be appealable. 

126. The examiner of interferences or the examiners-in-chief 
may, either before or in their decision on the question of priority, 
direct the attention of the Commissioner to any matter not relating 
to priority which may have come to their notice, and which, in 
their opinion, establishes the fact that no interference exists, or that 
there has been irregularity in declaring the same (Rule 122), or 
which amounts to a statutory bar to the grant of a patent to either 
of the parties for the claim or claims in interference. The Commis¬ 
sioner may, before judgment on the question of priority, suspend the 
interference and remand the case to the primary examiner for his 
consideration of the matters to which attention has been directed. 
From the decision of the examiner appeal may be taken as in other 
cases. If the case shall not be so remanded, the primary examiner 
will, after judgment, consider any matter affecting the rights of 
either party to a patent which may have been called to his attention, 
unless the same shall have been previously disposed of by the Com¬ 
missioner. 

128. If, during the pendency of an interference, a reference be 
found, the interference may be suspended at the request of the 
primary examiner until the* final determination of the pertinency 
and effect of the reference, and the interference shall then be dis¬ 
solved or continued as the result of such determination. The con¬ 
sideration of such reference shall be inter partes. 

The object and effect of these rules is to provide a way in which 
the Commissioner may correct an error of judgment in declaring an 
interference. From the nature of the case it is often difficult to 
determine whether in fact two applications for patent interfere, and 
it often happens that applications are put into interference 

16 which, after an inter partes consideration, are found not to 
interfere and such interferences are therefore dissolved and 

the applicants left to the ex parte prosecution of their cases, subject 
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only to any new ground of rejection which may have been developed 
during the inter partes consideration. 

Sucn were the facts in the interference between the relators' ap¬ 
plication and the Bechman patent. It has been found that the 
interference was erroneously declared and it has been dissolved by 
the same authority to whose judgment the institution of such a 
proceeding is committed by statute. There is now no issue between 
the parties upon which testimony could be taken and no reason for 
setting the case for final hearing before the examiner of interferences. 

Respondents deny the allegations of paragraph XVI, and further 
answering show that the relators have other remedies than by this 
petition for mandamus, namely, they have the right of ex parte 
appeal from the rejection, in their application, of the claims which 
have been found, during the inter partes consideration, to have no 
foundation in their dis<Sosure. This course of appeals is provided 
for by Sections 4903, 4909, 4910, 4911 of the Revised Statutes, and 
Section 9 of the Act of February 9, 1893, which read as follows: 

Sec. 4903. Whenever, on examination, any claim for a patent is 
rejected, the Commissioner shall notify the applicant thereof, giving 
him briefly the reasons for such rejection, together with such in¬ 
formation and references as may be useful in judging of the pro¬ 
priety of renewing his application or of altering his specification; 
and if, after receiving such notice, the applicant persists in his claim 
for a patent, with or without altering his specifications, the 
17 Commissioner shall order a re-examination of the case. 

Sec. 4909. Every applicant for a patent or for the reissue 
of a patent, any of the claims of which have been twice rejected, and 
every party to an interference, may appeal from the decision of the 
primary examiner, or of the examiner in charge of interferences in 
such case, to the board of examiners-in-chief; having once paid the 
fee for such appeal. 

Sec. 4910. If such party is dissatisfied with the decision of the 
examiners-in-chief, he may, on payment of the fee prescribed, ap¬ 
peal to the Commissioner in person. 

Sec. 4911. If such party, except a party to an interference, is 
dissatisfied with the decision of the Commissioner, he may appeal 
to the Supreme Court of the District of Columbia, sitting in banc. 
(See Sec. 9, act of February 9, 1893.) 

Sec. 9. That the determination of appeals from the decision of 
the Commissioner of Patents, now vested in the general term of the 
supreme court of the District of Columbia, in pursuance of the pro¬ 
visions of section seven hundred and eighty, of the Revised Statutes 
of the United States, relating to the District of Columbia, shall here¬ 
after be and the same is hereby vested in the court of appeals cre¬ 
ated by this act. 

And in addition any party aggrieved by a decision of the Com¬ 
missioner of Patents in any interference case may appeal therefrom 
to said court of appeals. 

If on such appeal the Court of Appeals of the District of Colum¬ 
bia should reverse the decisions of the Patent Office and hold the 
claims in question allowable to the relators, the interference would 
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be redeclared to try out the question of priority of invention between 
the parties. Such a course of appeals may, and often does, precede 
an interference because the issue must be found patentable to all 
parties before an interference can be properly declared. 

As a further or alternative remedy the relators may move 

18 for a reconsideration of the Commissioner's decision dis¬ 
solving the interference and the entry in lieu thereof of an 

order awarding priority to Bechman on the record, in view of the 
holding of the various office tribunals that relators have no right to 
make the claims. From such an order an appeal might be taken 
directly to the Court of Appeals of the District of Columbia under 
the precedent established by that court in the cases of Cosper v. Gold 
and Gold and Cosper v. Gold, 168 0. G., 787, 36 App. D. C. 302, 
thus securing more directly the opinion of the highest tribunal on 
questions of the relators’ right to the claims which constituted the 
issue of the interference. Such a course was suggested to the re¬ 
lators in the Commissioner’s decision of September 26, 1911, dis¬ 
missing an appeal from the refusal of the examiner of interferences 
to set the case for final hearing (a copy of which is attached, marked 
Exhibit B, and made a part hereof). 

And for further answer the respondents show that it is a matter 
resting within the discretion of the Commissioner of Patents whether 
an interference shall be dissolved or continued to a final hearing on 
priority, and that in the present case the Commissioner has not re¬ 
fused to act. but. has acted in accordance with the rules governing 
the case and exercised his judgment in the premises and that there¬ 
fore the writ of mandamus will not lie to review and control his> 
action therein. 

And, now having fully answered the said petition, respondents 
pray that the rule to show cause issued against them be dis- 

19 charged and that respondents be hence dismissed with their 
reasonable costs. 

EDWARD B. MOORE, 

Commissioner of Patents. 
FREDERICK A. TENNANT, 

Assistant Commissioner of Patents. 


WILLIAM R. BALLARD, 

Attorney. 

District of Columbia : 

On this day personally appeared before me, a notary public in and 
for the District of Columbia, Edward B. Moore,* and made oath that 
he is a respondent in the above entitled cause; that he has read the 
foregoing answer by him subscribed and knows the contents thereof; 
that the same is true of his knowledge, except as to the matters there 
stated to be alleged on information and belief, and that as to those 
matters he verily believes it to be true. 

Sworn to and subscribed before me this 19th day of October, 1911. 

[seal.] GEORGE H. BRADDOCK, 

Notary Public, D. C . 
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20 District of Columbia: 

On this day personally appeared before me, a notary public in 
and for the District of Columbia, Frederick A. Tennant, and made 
oath that he is a respondent in the above entitled cause; that he has 
read the foregoing answer by him subscribed and knows the con¬ 
tents thereof; that the same is true of his knowledge, except as to 
the matters there stated to be alleged on information and belief, and 
that as to those matters he verily believes it to be true. 

Sworn to and subscribed before me this 19th day of October, 1911. 

[seal, j GEORGE H. BRADDOCK, 

Notary Public, D. C. 


21 Exhibit A. 

May 2, 1911. 

In the United States Patent Office. 

Patent Interference No. 31,654. 

Bechman 

v. 

Scott and Scott. 

Appeal from Exaininers-in-Chief. 

Printing Machines. 

Patent granted Henry F. Bechman March 6, 1906, No. 814,510. 

Application of Isabella Scott and David John Scott filed May 24, 
1909. 

Messrs. Alexander A Dowell for Bechman. 

Mr. Richard VV. Barkley for Scott and Scott. 

This is an appeal from a decision of the examiners-in-chief affirm¬ 
ing the decision of the primary examiner dissolving the interference 
on the ground that Scott and Scott have no right to make the claims 
in issue and that the counts have different meanings when applied 
to the structures shown in the application here involved. 

Scott and Scott, executors of the estate of* Walter Scott, deceased, 
are involved in this interference upon an application No. 

22 498,083, filed May 24, 1909, which is alleged to be a division 
of an earlier application No. 236,933, filed December 15, 

i904. The substantial question now raised is whether the claims in 
issue can properly be read upon this earlier application. While this 
would ordinarily be a question relating merely to the burden of 
proof, it goes in this instance to the very foundation of the inter¬ 
ference, for unless the claims can properly be predicated on the 
structure shown in the earlier application, the later one will be of no 
value in this proceeding, since it was filed more than three years 
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after the grant of the patent to Bechman here involved, which was 
issued March 6, 1906. 

This issue is in four counts which read as follows: 

1. In a printing press, the combination of two rotary perfecting 
printing mechanisms arranged end to end in one frame and closely 
adjacent, the printing couples in each being parallel with and ad¬ 
jacent to each other, and a folding mechanism exterior to said 
mechanisms. 

2. In a printing press, the combination of a plurality of perfect¬ 
ing mechanisms, each comprising two plate and two impression cyl¬ 
inders arranged longitudinally of the press and close together, the 
perfecting mechanisms being arranged substantially end to end and 
closelv adjacent, and a folding mechanism outside the printing 
mechanisms. 

3. In a newspaper printing press, the combination of a plurality 
of perfecting mechanisms in substantially the same plane, each com¬ 
prising two plate cylinders and two impression cylinders arranged 
longitudinally of the press, and close together, the perfecting mech¬ 
anisms being arranged closely adjacent end to end, and a folding 
mechanism outside the printing mechanisms. 

4. In a printing press, the combination of two printing mechan¬ 
isms in one frame, each comprising rotary plate and impression 
cylinders extending longitudinally of the press, the printing couples 
being arranged closely adjacent without intervening mechanism, 
the plate cylinders being outermost, and the adjacent mechanisms 
being arranged closely adjacent end to end, and longitudinally of the 
frame, means for driving the cylinders, and inking mechanisms for 

the plate cylinders, arranged parallel therewith. 

23 The difference between the drawings in the two Scott appli¬ 

cations is slight, consisting chiefly in. certain connecting or 
bracing members adjoining the two printing press frames shown in 
figures 2 and 3. 

The claims in issue were first made in the Bechman application 
and were copied from his patent by Scott after the issuance thereof. 
All four of the counts express the idea of arranging the rotary 
mechanisms longitudinally of the frame of the press. This idea is 
expressed in varied language, the words “longitudinally of the press’’ 
l>eing used with other terms in counts 2, 3 and 4, and the words 
“arranged end to end in one frame” in count 1. This latter expression, 
considered in the light of the Bechman specification in connection 
with which it was first used, certainly includes the idea of the longi¬ 
tudinal arrangement whatever else it may imply in addition. This 
idea of the longitudinal arrangement seems to be the very gist of 
the Bechman invention so far as the claims here involved are con¬ 
cerned. In his specification he states: 

In the foregoing description and in the claims the word “longi¬ 
tudinally” has reference to the longest diameter or longitudinal axis 
of the press, and in this sense it can be readily seen that all the cyl¬ 
inders and inking rolls in the press are arranged longitudinally 
thereof, whereas in the ordinary large cylinder printing-presses the 
cylinders are arranged parallel with the shortest diameter of the 
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press, and therefore may be properly termed as arranged “trans¬ 
versely’’ thereof. 

The cylinders are arranged longitudinally of the press, instead of 
transversely and extend axially thereof and are all substantially in 
the same plane. The cylinders in the adjacent sets are, moreover, in 
axial alinement end to end. 

The advantages claimed for this new arrangement are in- 
24 creased accessibility of the parts and economy of room. 

The earlier Scott application clearly does not show a plu¬ 
rality of perfecting mechanisms arranged longitudinally of the press 
or end to end in one frame. Figure 2 thereof shows two frames ar¬ 
ranged side by side which in the first place cannot be said to be 
closely adjacent as specified in the counts and in each of which the 
perfecting mechanisms are arranged transversely of the longitudinal 
axis of the frame. It is urged on behalf of Scott that his arrange¬ 
ment is clearly the equivalent of Bechman’s arrangement and that 
there is no patentable difference between closely adjacent and 
somewhat adjacent or between arranging the perfecting mechanisms 
end to end in one frame and end to end in separate frames. The 
patentability of the idea involved in the present issue is a question 
not now before me. Whatever Scott may think of the merits of these 
limitations it appears that they express the very point of the inven¬ 
tion covered by the counts, and that they cannot properly be predi¬ 
cated upon Scott’s earlier case. The allowance of the claims in the 
second application being barred by the Bechman patent, as above 
noted, the interference was properly dissolved. 

The decision of the examiners-in-chief is affirmed. 

(Signed) F. A. TENNANT, 

Assistant Commissioner. 

July 13, 1911. 

WO. 
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Exhibit B. 


September 13, 1911. S. E. T. 

In the United States Patent Office. 

Patent Interference No. 31,654. 

Bechman 

v. 

Scott and Scott. 

Appeal on Motion. 

Printing Machines. 

Patent granted Henry F. Bechman March 6, 1906, No. 814,510, 
Application filed July 26, 1905. 

Application of Isabella Scott and David J. Scott, Executors of 
Walter Scott, dec’d, filed May 24, 1909, No. 498,083, Division of 
Application filed December 15, 1904. 
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Messrs. Alexander <fc Dowell for Bechman. 

Messrs. Brock, Beeken & Smith for Scott and Scott. 

This case is before me on appeal by Scott and Scott from the de¬ 
cision of the examiner of interferences denying, first, a motion to 
set the case down for final hearing under the provisions of Rule 130 
and to take testimony for use at such hearing; and, second, a motion 
to consolidate this interference with another interference between the 
same parties No. 33,380. There is also a motion of Bechman that 
Scott and Scott’s appeal be dismissed on the ground that it 

26 has no standing, since the interference stands dissolved under 
the decision of the Commissioner rendered Julv 15, 1911. 

The record shows that after the declaration of this interference a 
motion was filed by Bechman to dissolve the interference on the 
ground inter alia that the earlier application of Scott and Scott, of 
which the application specifically involved herein was regarded a3 
a division, did not disclose the issue, and that the later application 
w*as filed more than two years after the grant of the Bechman patent. 
This motion was granted by the examiner and his decision was 
affirmed on appeal by the examiners-in-chief and by the Commis¬ 
sioner. 

It is contended in behalf of Scott and Scott that, notwithstanding 
the decision on the motion for dissolution, they have the right to con¬ 
test the interference under the provisions of Rule 130, in view id 
the practice set forth by the Court of Appeals of the District of Co¬ 
lumbia in Cosper v. Gold and Gold, 151 O. G., 194, 34 App. D. C., 
194, and 168 O. G., 787. 

It is pointed out that in the present case the Commissioner made 
no award of priority, and that if Scott and Scott have a right to 
make the claims, the question of priority can not be determined with¬ 
out taking testimony, and it is therefore urged that the only proced¬ 
ure that can be had is by setting the case for hearing under Rule 
130. It is also urged that in order to avoid piecemeal action the 
right should be given to present testimony at that hearing. 

27 This contention is believed to be without force. The ques¬ 
tion which w'as presented upon the motion for dissolution in¬ 
volved the right of Scott and Scott to make in the earlier application 
the claims in issue, and this was decided adversely to them. This 
ruling was in effect a decision upon the question of priority adverse 
to Scott and Scott, and had they desired to appeal from this holding 
to the Court of Appeals of the District of Columbia, it would have 
l>een proper for them to present a motion that formal judgment of 
priority be entered, as was done in the case of Cosper v. Gold and 
Gold, 168 O. G., 787. 

No such motion has been presented and there appears to be no 
sufficient reason for considering the present motion that the case be 
set down for hearing under Rule 130 as a motion for judgment. 
The interference stands dissolved. The action of the examiner of 
interferences dismissing the motions to set this case for final hear¬ 
ing under Rule 130 and to consolidate this interference with inter- 
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ferenc© No. 33,380, was clearly right. For similar reasons this ap¬ 
peal is without standing and is accordingly dismissed. 

(Signed) F. A. TENNANT, 

Assistant Commissioner. 

September 26, 1911. 


28 Stipulation. 

Filed October 25, 1911. 

******* 

In order to remove a seeming contradiction on a question of fact 
in the above proceeding, the following is hereby stipulated into the 
record of this case, the Honorable Court consenting: 

That the party Scott & Scott was the senior party to Interference 
No. 31654, being given the benefit of the filing date of application 
Serial No. 236,933, and that Scott & Scott’s right to make the claims 
in issue depends on the disclosure in said application Serial No. 
236,933, and that said application Serial No. 236,933 is therefore 
indirectly involved in said Interference No. 31,654. 

WILLIAM R. BALLARD, 

Counsel for Commissioner of Patents. 
AXEL V. BEEKEN, 

Counsel for Scott & Scott. 


Motion for Judgment. 

Filed October 25, 1911. 

******* 

And now come the relators, by Axel V. Beeken, their attorney, 
and moves the Court for judgment for a peremptory writ of man¬ 
damus against the respondents, notwithstanding the return of the 
respondents herein. 

AXEL V. BEEKEN, 
Attorney for Relators. 


29 Supreme Court of the District of Columbia. 

Friday, December 22 d, 1911. 

Session resumed pursuant to adjournment, Mr. Justice Stafford 
presiding. 

******* 

Now come here as well the Relators by their Attorney Mr. A. V. 
Beeken as the Respondents by their Attorney Mr. William R. Bal¬ 
lard ; whereupon on consideration of the Relators’ motion for judg¬ 
ment herein, it is by the Court ordered that said motion for judg¬ 
ment be, and it is hereby overruled; thereupon the Relators now in 

3—2396a 
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open Court say that they will stand upon their motion for judg¬ 
ment 

Therefore, it is considered that the rule to show cause herein be, 
and the same is hereby discharged, the petition dismissed, and that 
the Respondents recover against the Relators, the costs of their de¬ 
fense, to be taxed by the Clerk and have execution thereof. 

From the foregoing the Relators by their Attorney in open Court 
note an appeal to the Court of Appeals of the District of Columbia, 
and, upon motion, the penalty of the bond for costs on said appeal is 
hereby fixed in the sum of one hundred dollars ($100.) 

- i 

30 Memorandum. 

January 13, 1912.—Appeal bond approved and filed. 


Assignment of Errors. 

Filed January 12, 1912. 

******* 

And now come the above-named Relators, Isabella Scott and Da¬ 
vid J. Scott, Executors of Waiter Scott, deceased, and say that in 
the records and proceedings of the Supreme Court in the above- 
entitled cause and in the order filed and entered therein on or about 
December 22, 1911, denying and dismissing the motion for the 
writ of mandamus, there is manifest error ; and for error, the said 
Relators assign the following upon their appeal from the said order, 
to wit: 

1. The court erred in denying and dismissing the motion for the 
writ of mandamus and in not granting the same. 

Wherefore, and for diverse other errors in the record of this cause 
appearing, the Relators pray that the order aforesaid may be re¬ 
versed and annulled in so far as it denies and dismisses the motion 
for the writ of mandamus with costs, and that an order may be 
entered directing the writ of mandamus to be issued as prayed for 
with costs in favor of the Relators. 

Dated January 12, 1912. 

AXEL V. BEEKEN, 
Attorney for Relaton . 


31 Supreme Court of the District of Columbia. 

United States of America, * 

District of Columbia, ss: 

I, John R. Young, Clerk of the Supreme Court of the District of 
Columbia, hereby certify the foregoing pages numbered from 1 to 
30, both inclusive, to be a true and correct transcript of the record, 
according to Rule Five (5) of the Court of Appeals of the District 
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of Columbia, in cause No. 54011 at Law, wherein The United States 
of America ex relatione Isabella Scott and David J. Scott, Executors 
of Walter Scott, deceased, are Relators and Edward B. Moore, Com¬ 
missioner of Patents, and Frederick A. Tennant, Assistant Commis¬ 
sioner of Patents, in the United States Patent Office, are Respondents, 
as the same remains upon the files and of record in said Court. 

In testimony whereof, I hereunto subscribe my name and affix 
the seal of said Court, at the City of Washington, in said District, 
this 27th day of February, 1912. 

[Seal Supreme Court of the District of Columbia.] 

J. R. YOUNG, Clerk, 

By ALF. G. BUHRMAN, 

Arft CVk. 

Endorsed on cover: District of Columbia Supreme Court. No. 
2396. The U. S. of A. ex relatione Isabella Scott et al., appellants, 
vs. Edward B. Moore, Commissioner of Patents, et al. Court of Ap¬ 
peals, District of Columbia. Filed Feb. 27, 1912. Henry W. 
Hodges, clerk. 





IN THE 

COURT OF APPEALS 

OF THE DISTRICT OF COLUMBIA. 


COURT OF APPEAL 
DISTRICT OF COLUM 
FILED 


The United States op Ameb- 
ica ex relatione Isabella 
Scott and David J. Scott, i 
Executors of Walter Scott,j 
Deceased, Appellants, 


APR. 11.-1912 


3 


u 


VS . 


L At Law 
No. 2396. 


Edward B. Moore, Commis¬ 
sioner of Patents, and Fred-! 
erick A. Tennant, Assistant 
Commissioner of Patents. 

AppelIces._ 


/O 

No 20r Special Calendar. 


Appeal from the Supreme Court of the 

District of Columbia. 


Brief for Appellants Scott & Scott. 


A. V. Beeken, 

J. M. Coit, 

F. B. Brock, 

Counsel for Scott & Scott . 


H1QQIM8 * H1QGIN8, INC., 12 DUTCH ST., N. T. 


, tea 


_L____ -s'- 




; 




_ 






%n flic Court of gupprals, 

OF THE DISTRICT OF COLUMBIA. 


The United States of Amer¬ 
ica ex relatione Isabella 
Scott and David J. Scott, 
Executors of Walter Scott, 
Deceased, Appellants, 


At Law 


vs. 

Edward B. Moore, Commis¬ 
sioner of Patents, and Fred¬ 
erick A. Tennant, Assistant 
Commissioner of Patents. 

ftpp gll ees» _ 


No. 2396. 


so 

No. ^0 Special Calendar. 


Appeal from the Supreme Court of the District 

of Columbia. 


BRIEF FOR APPELLANTS SCOTT & SCOTT. 


Introduction. 

May it please the Court: 

This is an appeal from the judgment of the Su¬ 
preme Court of the District of Columbia, dismis¬ 
sing a petition for a mandamus directed to the 
Commissioner of Patents. 


*) 


The judgment was entered by Justice Stafford 
in the Court below, with the express understand¬ 
ing that it was not intended to prejudice the ap¬ 
pellant in this Court. The question at issue is 
one which concerns this Court more than any 
other since it relates to procedure in the Patent 
Office, laying the foundation for appeal to this 
Court, and it was thought, therefore, that the 
matter was one which should be determined by 
this Court. 

At the outset we wish to state that the petition 
for mandamus does not seek to upset any long- 
established practice of the Patent Office. On the 
contrary, it seeks to compel the Commissioner to 
follow logically and consistently certain decisions 
of this Court which have, in announcing the law, 
already upset the practice. It seeks to compel 
the Commissioner to treat and determine as a 
question of priority in an interference case a 
question which this Court has ruled constitutes 
as a matter of law a question of priority. 

Me wish to state also that the appellants come 
before this Court in no hostile spirit to the tri¬ 
bunals of the Patent Office but come actuated sole¬ 
ly by a desire to ascertain what the law is. The 
determination of the question involved is as much 
for the benefit ol the Patent Office and the public 
in general as it is for the ascertainment of the ap¬ 
pellants’ rights in this particular instance. The 
present case is, therefore, in the nature of a 

friendlv suit. 

•/ 

The question presented for consideration is the 
status of an interference after a motion has been 
granted to dissolve the interference on the ground 
that one of the parties thereto has no right to 
make the claims; and involves the meaning of 
Section 4904 R. St., and the meaning and validity 
of Rules 130 and 125 of the Rules of Practice of 
the Patent Office. The object of the petition for 





the present writ of mandamus is to harmonize the 
practice of the Patent Office with the rule laid 
down by this Court in a series of cases beginning 
with Podlesak & Podlesak v. Mclnnernev to the 
effect that the question of the right to make a 
claim is a question of priority, and is appealable 
inter partes to the Court of Appeals. 

THE FACTS. 

The facts in the present case are undisputed 
and are as follows: 

The Relators, Isabella Scott and David J. Scott, 
being the qualified executors of Walter Scott, late 
of Plainfield, Union County, New Jersey, did on 
the 24th day of May, 1909, file an application for 
Letters Patent in the United States Patent Office, 
Serial No. 498,083, for an improvement in Print¬ 
ing Machines, which application was alleged to be 
a division of an application for patent filed by the 
late Walter Scott on the 15th day of December, 
1904, Serial No. 236,933. On or about the 22nd 
day of March, 1910, an interference, numbered 
31,654, was declared between the said application 
Serial No. 498,083 and the patent to Henry F. 
Bechman, dated March 6, 1906, No. 814,510, filed 
July 26, 1905. The Examiner of Interferences in 
declaring this interference gave the party Scott & 
Scott the benefit of the filing date of application 
Serial No. 236,933 (see stipulation) so that the 
said application Serial No. 236,933 is, therefore, 
indirectly involved in the interference No. 31,654, 
the party Scott & Scott being on that account the 
senior party to the interference. 

On the 28th day of May, 1910, the party Bech¬ 
man brought a motion to dissolve, under Rule 122 
of the United States Patent Office, on the ground 
that Scott & Scott had no right to make the claims 
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in issue, because the earlier Scott application 

Serial No. 236,933 did not disclose the issue in 

controversy. The case was transmitted to the 
* 

Principal Examiner by the Examiner of Inter¬ 
ferences who suspended proceedings, and the said 
Principal Examiner proceeded to determine the 
motion to dissolve, and on the 22nd day of July, 
1910, the said Principal Examiner granted the 
motion to dissolve on the ground that Scott 
& Scott had no right to make the claims. The 
party Scott & Scott thereafter appealed succes¬ 
sively to the Board of Examiners-in-Chief and to 
the Commissioner of Patents from the decision of 
the Principal Examiner, and both of these tri¬ 
bunals affirmed the decision of the said Principal 
Examiner granting the motion to dissolve. On 
the 16th day of August, 1911, the party Scott & 
Scott brought a motion before the Examiner of 
Interferences to set the Interference No. 31,654 
for final hearing and to set dates for taking testi¬ 
mony under Rule 130 and other rules of the Pat¬ 
ent Office, in other words, to proceed to the de¬ 
termination of the question of priority. This 
motion was dismissed by the Examiner of Inter- 
ferences in a decision rendered August 28, 1911. 
From this decision an appeal was taken by Scott 
& Scott to the Commissioner of Patents with the 
result that on the 26th day of September, 1911, by 
a decision rendered bv Frederick A. Tennant, As- 
sistant Commissioner, the appeal was dismissed. 
Your Relators contend that it was the duty of the 
Commissioner to direct the Examiner of Inter¬ 
ferences to proceed to determine the question of 
priority. Your Relators’ testator, Walter Scott, 
did not at anv time file in the Patent Office a writ- 

w 

ten declaration of abandonment of the invention 
in controversy, and your Relators have not at any 
time filed in the Patent Office a written conces- 



sion of priority or a written declaration of aban¬ 
donment of the invention. These facts are un¬ 
disputed and are admitted by the return of the 
Respondents herein or stipulated into the case by 
the stipulation on record in this case. Your Rela¬ 
tors having thus been deprived of a final hearing 
upon the question of priority and having no ade¬ 
quate remedy or in fact having no remedy at all in 
the Patent Office or elsewhere save here for com¬ 
pelling such final hearing, then filed a petition for 
this writ of mandamus in the Supreme Court of 
the District of Columbia. 

Note —We use the term Principal Exam¬ 
iner to designate the Examiner who consid¬ 
ers the motion to dissolve. That is the title 
given those Examiners in Section 440 of the 
Revised Statute. In Rule 122, this Examiner 
is called the Primary Examiner, but the of¬ 
ficial title is Principal Examiner. We use the 
term Examiner of Interferences given in 
Rule 122 for that officer. The same title is 
used in Section 440 and 4909 of the Revised 
Statutes. In Section 4904 the Examiner of 
Interferences is called the Primary Exam¬ 
iner, evidently because he has Primary Juris¬ 
diction of Interferences. 

THE ARGUMENT. 

The sole question raised by an interference is 
the question of priority. In the case of Allen v. 
ex relatione Lowry App. D. C., Vol. 26, p. 8, this 
Court said, after quoting Sec. 4904 R. S., 

“We cannot emphasize too strongly that 
“in our opinion the statutes relating to inter¬ 
ferences only provide that they shall be in¬ 
stituted for the sole purpose of determining 
“priority of invention.’’ 

On appeal to the Supreme Court of the United 
States (203 U. S., 476) it was held: 
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“But we are not left to inference. The 
“statute is explicit. It limits the declaration 
“of interferences to the question of priority 
“of invention. Section 4904 provides that in 
“case of conflict of an application for a pat- 
“ent with a pending application or with a 
“an unexpired patent (as in the case at bar) 
“the Commissioner shall give notice thereof 
“ ‘and shall direct the Primary Examiner to 
“ ‘proceed to determine the question of 
“ ‘priority of invention.’ ” 

In Podlesak and Podlesak v. Mclnnernev, App. 
D. C., Vol. 3(>, p. 399, this Court held: 

“The question of the right of a party to 
“make a claim goes to the very foundation of 
“an interference, for if the party has not 
“such right the interference falls. If it be 
“incorrectly held that such party has a right 
“to make the claim priority may be awarded 
“to him and his adversary be deprived of a 
“substantial right in that he is not given a 
“claim where he necessarily is the prior in¬ 
ventor, his adversary never having made 
“the invention. Manifestly that question 

“should not be finally determined by the 

* • 

“Primary Examiner who originally declared 
“the interference. We, therefore, take juris¬ 
diction to determine that question in this 
“case as an ancillary question to be consid¬ 
ered in awarding priority of invention.” 

This Court further held in Cosper v. Gold & 
Gold, App. I). C., Vol. 34, p. 194, that no appeal 
lies from the decision of the Commissioner of Pat¬ 
ents to the Court of Appeals on an appeal from an 
interlocutory motion in respect to the right to 
make a claim. Only final decrees awarding prior¬ 
ity of invention are appealable. 

Summarizing, therefore, the above decisions, we 
have the following: That the interference raises 
the sole question of priority of invention; that the 
question of the right to make a claim is a question 
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of priority, which is appealable inter partes to 
the Court of Appeals; that no appeal lies from the 
decision of the Commissioner of Patents on an 
interlocutory motion in respect to the right to 
make the claims, but that only final decrees 
awarding priority of invention are appealable. 

We believe the above propositions are absolute¬ 
ly established by law. 

In the case at bar, the Commissioner has de¬ 
cided on appeal on an interlocutory motion, that 
Scott has no right to make the claims in issue, and 
has granted the motion to dissolve the interfer¬ 
ence. He has rendered no final award of priority 
of invention. Scott cannot appeal from his de¬ 
cision. The Court of Appeals has held this ques¬ 
tion (right to make claims) to be appealable inter 
partes to the Court of Appeals. What is the 
status of the Interference and what are Scott’s 
rights? 

Scott has asked the Commissioner to direct the 
Examiner of Interferences to proceed to deter¬ 
mine the question of priority. The Commissioner 
has refused to do so, holding that the interference 
is dissolved. He further says that Scott can ap¬ 
ply for a rehearing and get a final decree against 
himself (Scott) from which an appeal can be 
taken to the Court of Appeals. He also says that 
Scott can appeal ex-parte to the Court of Ap¬ 
peals, and if reversed he will reinstate the inter¬ 
ference. 

Scott submits that the Interference cannot both 
be existent and non-existent as variously con¬ 
tended by the Commissioner, and submits that the 
Commissioner has a plain ministerial duty which 
he is obliged to exercise under the statute. The 
Commissioner replies that the matter is one of 
discretion, and that he has exercised that discre¬ 
tion by refusing to direct the Examiner of Inter¬ 
ferences to take jurisdiction of the case. The 
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Commissioner further says that he has super¬ 
visory authority over the Patent Office. 

Scott contends that the Commissioner has su¬ 
pervisory authority only to the extent of making 
the employees and lower tribunals of the Patent 
Office do their duty, and to see to it that inventors 
are accorded their statutory right. Scott fur¬ 
ther savs that he is not seeking to control the 
discretion of the Commissioner and to attempt to 
compel him to decide the question of priority in 
a particular manner, but that he is merely asking 
the Commissioner to direct the Examiner of In¬ 
terferences to proceed to determine the question 
of priority by setting the case down for final 
hearing and bv setting dates for the taking of 
testimony, and that it is the plain ministerial duty 
of the Commissioner to do so under the statute. 
Scott further says that the Commissioner has 
neither discretion nor supervisory authority to 
destroy the statutory jurisdiction of an inferior 
tribunal within the Patent Office. Scott also says 
that the Commissioner is bound bv his own rule 
130 and other rules of practice of the Patent Of¬ 
fice, and that rule 130 should be construed in ac¬ 
cordance with the statutes, because while the law 
gives the Commissioner the power to make rules, 
he is limited to the making of rules that are not 
inconsistent with law. And if rule 130 is con¬ 
strued in accordance with the notion of the Com¬ 
missioner, then it is contrarv to law and should 
be held void. 

In ex relatione Lowrv the Court said: 

“From the foregoing it is apparent that in¬ 
terferences were instituted for the purpose 
“of deciding the question of priority of in¬ 
tention and for no other purpose, and it 
“logically follows that the reviews or appeals 
“provided were to be from the decisions 
“awarding priority by the officer who was 
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“authorized to decide the question of priority 
“in the first instance. 1 * 

Who is the officer that is authorized to decide 
the question of priority in the first instance? We 
are not left in doubt for the Court says at another 
point in the same decision: 

“This Act provided for the appointment of 
“a special Examiner of Interferences to de- 
“cide the question of priority in the first in¬ 
stance and whose decisions were appealable 
“successively to the Examiners-in-Chief and 
“to the Commissioner.” 

On appeal to the Supreme Court of the United 
States (203 U. S., 476) this decision was affirmed 
and the Court pointed out that in accordance with 
the statute, the Commissioner “shall direct the 
Primary Examiner to proceed to determine the 
question of priority of invention.” 

We contend that the Commissioner has neither 
discretion nor supervisory authority to destroy 
the statutory jurisdiction of the Examiner of In¬ 
terferences. In ex relatione Steinmetz the Com¬ 
missioner attempted to destroy the jurisdiction of 
the Examiners-in-Chief by holding that the ques¬ 
tion of division was reviewable by the Commis¬ 
sioner in person and not by the Examiners-in- 
Chief. 

In that case the Court said (192 U. S., 543): 

“The denial of this right by the Primary 
“Examiner was a rejection of the applica¬ 
tion, and entitled petitioner to an appeal to 
“the Examiners-in-Chief under S. 4909 of the 
“Revised Statutes,” 

and further on: 

“It was the duty of the Commissioner to 
“compel the appeal [to the Board of Exam- 
“iners-in-Chief ]. The Commissioner of Pat- 
“ents is primarily charged with granting and 
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“issuing patents. Applications for patents 
“are made to him (S. 4888, R. S., U. S. Comp. 
“Stat., 1901, p. 3383) and his superintend¬ 
ence should be exercised to secure the rights 
“which the statutes confer on inventors.’’ 

The right to have the question of priority de¬ 
termined, in the first instance, by the Examiner 
of Interferences is established by Section 4904, 
R. S., which says that 

“the Commissioner shall direct the Primary 
“Examiner [Examiner of Interferences] to 
“proceed to determine the question of prior¬ 
ity.” 

This is all Scott has asked the Commissioner to 
do, and it is no answer for the Commissioner to 
say that he will personally enter an award of 
priority of invention if Scott will ask for a re¬ 
hearing, just as in the Steinmetz case (supra) it 
was not proper for the Commissioner to say that 
he would personally review the question of divis¬ 
ion, when the statute provides that an appeal lies 
to the Examiners-in-Chief. 

In addition to the foregoing, your petitioners 
contend that the Commissioner is bound by his 
own rule 130. This rule is as follows: 

“Where the patentability of a claim to an 
“opponent is material to the right of a party 
“to a patent, said party may urge the non- 
patentability of the claim to his opponent at 
“final hearing before the Examiner of Inter¬ 
ferences as a basis for the decision upon 
“priority of invention, and upon appeals 
“from such decision. A party shall not be 
“entitled to take such step, however, unless 
“he has duly presented and prosecuted a mo- 
“tion under rule 122 for dissolution upon the 
“ground in question, or shows good reason 
“why such a motion was not presented and 
“prosecuted.” 
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Bechman has brought his motion under Rule 
122 and has been successful. He has, therefore, 
fulfilled the condition precedent to the right to 
argue this question at final hearing. Scott, there¬ 
fore, now asks the Commissioner to set the case 
down for final hearing. 

The Commissioner, however, contends that the 
interference is dissolved and that, therefore, there 
is no necessity for a final hearing. He says fur¬ 
ther that he will personally enter an award of 
priority, so that Scott can appeal to the Court of 
Appeals, thereby admitting that the interference 
is still in existence. 

On behalf of the Commissioner it is further 
contended that Rule 130 applies only to cases 
where the moving party is unsuccessful. In other 
words, if Bechman had been unsuccessful and 
some tribunal of the Patent Office, either the 
Principal Examiner, the Examiners-in-Chief or 
the Commissioner, had held that Scott was en¬ 
titled to make the claims then and in that event 
Bechman would have the right to argue the ques¬ 
tion of Scott’s right at final hearing before the 
Examiner of Interferences and on appeals from 
his decision. 

In Podlesak & Podlesak v. Mclnnerney, this 
Court said: 

“If it be incorrectly held that such party 
“has a right to make the claim priority may 
“be awarded to him and his adversary be de¬ 
prived of a substantial right in that he is 
“not given a claim where he necessarily is 
“the prior inventor, his adversary never 
“having made the invention. Manifestly that 
“question should not be finally determined by 
“the Primary Examiner who originally de¬ 
clared the inteference. We therefore take 
“jurisdiction to determine that question in 
“this case as an ancillary question to be con¬ 
sidered in awarding priority of invention.” 
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“vention. This is essentially a matter of 
“evidence, since it is a question whether the 
“application referred to constitutes legal evi¬ 
dence of invention of the subject-matter in 
“controversy at its date. This is a matter 
“which should be determined by the Exam¬ 
iner of Interferences, whose duty it is to 
“pass upon questions of evidence. The de¬ 
cision upon the question of burden of proof 
“in many cases disposes of the question of 
“priority of invention, since the effective 
“date given to the party made senior is often 
“prior to the date of invention alleged by his 
“opponent. If, therefore, a mistake is made 
“in giving the senior party the early date, an 
“erroneous decision upon the question of 
“priority necessarily follows. 

“It is believed that the practice heretofore 
“followed of transmitting to the Primary 
“Examiners for determination motions to 
“shift the burden of proof and to give to one 
“of the parties the benefit of a date earlier 
“than the filing date of his application direct- 

“lv involved is erroneous and should not be 

* 

“ continued .’ 1 

In Struble v. Young, C. D., 1906, p. 95; 121 0. 

G., 339, the Commissioner held: 

“Dissolution is urged by Young on the 
“ground that Struble is barred from obtain¬ 
ing a patent upon the invention in issue by 
“his foreign patents in view of his failure to 
“refer, in the application in interference to 
“his prior applications and in view of the 
“statements in the oath which forms part of 
“the application in interference excluding 
“foreign patents. If the invention in issue 
“was disclosed by Struble’s earlier applica¬ 
tions in this countrv, as contended bv Stru- 
“ble, then the application in interference is 
“a continuation of his earlier applications 
“and the foreign patents are no bar to the 
“issue of a patent thereon. If, on the other 
“hand, the invention in issue was not dis¬ 
closed by the earlier applications of Struble, 
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“as seems to have been held by the Primary 
“Examiner in the course of the prosecution 
“of those applications, it is not contended by 
“Young that the foreign patents could act as 
“a bar in the present case. If the applica¬ 
tion of Struble in interference is eventu¬ 
ally held to be a continuation of Struble’s 
“earlier applications, reference to the earlier 
“applications could be made therein by 
“amendment and a new oath acknowledging 
“the foreign patents could be filed, or it may 
“be that Struble, if he prevails in this inter¬ 
ference on the disclosure of his earlier ap¬ 
plications, could transfer the claim in issue 
“from the application in interference to one 
“of the earlier applications. If it is finally 
“determined that the interference issue is not 
“disclosed in the prior applications, the ap¬ 
plication in interference will need no refer¬ 
ence thereto and the previous oath will be 
“sufficient. In any event no valid ground for 
“dissolution has been alleged. 

“The real question involved in the conten¬ 
tions of Young is whether Struble is en¬ 
titled to the benefit of the dates of his 
“earlier applications in this interference. 
“This question has been raised by Struble 
“through the introduction of his earlier ap¬ 
plications in evidence and by the testimony 
“taken concerning them and should be con¬ 
sidered by the Examiner of Interferences 
“and appellate tribunals as part of the case 
“upon priority of invention, as has been 
“pointed out in the case of Raulet and 
“Nicholson v. Adams (C. D., 1905, 55; 114 0. 
“G., 1827). 

“It is charged that the omission from Stru- 
“ble’s application in interference of refer¬ 
ence to his earlier applications and the 
“statement regarding foreign patents in the 
“oath thereof show fraud. Considering all 
“the circumstances, I am unable to find any 
“basis for the charge of fraud. 

“The decision of the Examiner of Interfer¬ 
ences refusing to transmit Young’s motion 
“to the Primary Examiner is affirmed.” 
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RULES 130 AND 125. 

In order to fully understand Rule 130, it is 
necessary to refer to Rule 122, which latter pro¬ 
vides for the dissolution of Interferences. Rule 
122 has four grounds on which an interference 
may be dissolved, but we shall note only two here, 
namely, the second and third grounds, which are 
(2) that the interference issue is not patentable 
over the prior art to either party; and (3) that 
while B, one interferant, has the right to make 
the claims in issue, S, the other interferant, has no 
right to make the claims. If a motion is brought 
under Rule 122 to dissolve, it is quite obvious that 
if the dissolution is based on the fact that the 
prior art anticipates the issue, then neither party 
is entitled to the claims and no award of priority 
need be made. It is, therefore, perfectly proper 
for the Commissioner of Patents to dissolve the 
interference. When, however, the contention is 
made and sustained that one of the interferants 
has no right to make the claims, then it neces¬ 
sarily follows that the other party to the inter¬ 
ference is the prior inventor. Obviously, however, 
the question of priority is not determinable by the 
Principal Examiner. But, under the practice as 
it has developed in the Patent Office, if, on appeal, 
the holding of the Principal Examiner that the 
party has no right to make the claim is affirmed, 
then the interference is dissolved. If it is held 
that both interferants have the right to make the 
claims, then the case goes back to the Examiner 
of Interferences, and the party who has brought 
the motion to dissolve, on the ground that his op¬ 
ponent has no right to make the claim, can raise 
the same question again at final hearing and on 
appeal as a basis on which priority of invention 

mav be awarded. From this it is evident that 
* 
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Buie 130 as construed by the Patent Office should 
read, in part: 

“A party shall not be entitled to take such 
“step, however, unless he has duly presented 
“and prosecuted a motion under Rule 122 for 
“dissolution upon the ground in question, 
“and has been unsuccessful , or shows good 
“reason why such motion was not presented 
“and prosecuted.” 

We have italicized the part “and has been un¬ 
successful” which is not in the rule, but which the 
Commissioner by his interpretation of Rule 130 
has injected into that rule. To our mind, the rule 
merely states that, as a condition precedent to 
arguing that question of the right to make a claim 
at final hearing, a motion to dissolve must be 
brought. This seems to be on the theory that this 
motion is heard and determined in the first in¬ 
stance by the Principal Examiner who is the rec¬ 
ognized expert of the Patent Office on that sub¬ 
ject or in that art, and it is, therefore, thought 
wise or expedient to obtain his opinion upon that 
subject. The Patent Office, however, has always 
held that the Principal Examiner has no right to 
decide the question of priority, but curiously 
enough, it has allowed appeals from his decisions 
to be considered an award of priority of inven¬ 
tion. The trouble seems to be that the Patent 
Office has never fully carried out the theory laid 
down by this Court in the case of Podlesak & 
Podlesak v. Mclnnerney, and has not applied the 
doctrine there stated, logically to practice within 
the Patent Office. It must be very clear to this 
Court that if it erroneously held that a party has 
no right to make the claims, then he loses a sub¬ 
stantial right. In the present case the party 
Scott is the senior party, as appears by the rec¬ 
ord, and is prima facie entitled to an award of 
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“priority in his favor will be best carried 
“into effect by an award of priority of in¬ 
dention to his opponent . 99 

This doctrine was affirmed and established by 
the Court of Appeals in the case of Podlesak & 
Podlesak v. Mclnnerney, App. D. C., Vol. 26, p. 
399. In the case of Wende v. Ilorine, C. I)., 1905, 
p. 376, the Commissioner said: 

“It appears that the Examiner in dissolv¬ 
ing the interference considered the record 
“in the prior interference and came to the 
“conclusion that Wende had not established 
“in that record a date of invention prior to 
“that which had been awarded to Ilorine. 
“The decision of the Primary Examiner is 
“practically a decision on the question of 
“priority of invention which he was without 
“jurisdiction to render, as this function lies 
“wholly with the Examiner of Interferences 
“in the first instance.” 

The Patent Office, therefore, recognizes that the 
Examiner of Interferences is the proper tribunal 
to determine the question of priority in the first 
instance, but, strange as it may seem, the Patent 
Office has not carried out this doctrine logically 
in all cases. Thus, as we have seen, if a party’s 
right to make a claim is denied, then his case is 
closed right then and there by means of an inter¬ 
locutory motion. Now, it must be very evident to 
the Court that the question of the right to make a 
claim is usually, if not always, a very delicate 
and close question. The question never arises un¬ 
less the Examiner or some appellate tribunal has 
determined ex parte that the party has the right 
to make the claim, and in every case where the 
Principal Examiner holds that a party has not the 
right to make the claim, he reverses his own prior 
finding or the prior finding of an appellate tri¬ 
bunal. Interferences are not declared recklessly 
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by the Patent Office, say between an electric motor 
and a bath tub, but are declared between two ap¬ 
plications for electric motors or between two ap¬ 
plications for bath tubs. And when the Principal 
Examiner decides that one party has not the right 
to make the claim, he is not, strictly speaking, 
correcting an error but is making a decision on the 
question of priority. This question, as we have 
seen by the decisions quoted by us, is not deter¬ 
minable by the Principal Examiner and should 
not be determined by him. It might very well be, 
in the fuller light of testimony to be taken and ex¬ 
hibits to be offered, and in the searchlight of 
cross-examination, that the Examiner of Inter¬ 
ferences might reverse the opinion of the Prin¬ 
cipal Examiner and come back to the original 
holding that the party really was entitled to make 
the claims. Under the present practice, the Com¬ 
missioner prevents a litigant from offering his 
proofs, which proofs may show that he really is 
entitled to make the claims in interference. Fre¬ 
quently this question arises over the meaning of 
terms used in an art, and if the party places a 
false meaning upon certain terms in the art in his 
specification, and uses those terms in the claims, 
then the Examiner will, without investigation, 
construe the claims if they emanate from that ap¬ 
plication, in the light of that disclosure, no matter 
how false and how misleading that disclosure may 
be. The party whose right to make the claims is 
denied should have the opportunity to show, if he 
can, that the interpretation and the arbitrary 
meaning given to words in the specification is 
wholly inconsistent with the conditions and with 
the actual facts in the art, and should not be 
thrown out on an interlocutory motion. We 
have indicated above that interferences are 
necessarily declared between applications that 
prima facie at least cover the same sub- 
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“priority in his favor will be best carried 
“into effect by an award of priority of in¬ 
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The Patent Office, therefore, recognizes that the 
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to determine the question of priority in the first 
instance, but, strange as it may seem, the Patent 
Office has not carried out this doctrine logically 
in all cases. Thus, as we have seen, if a party’s 
right to make a claim is denied, then his case is 
closed right then and there by means of an inter¬ 
locutory motion. Now, it must be very evident to 
the Court that the question of the right to make a 
claim is usually, if not always, a very delicate 
and close question. The question never arises un¬ 
less the Examiner or some appellate tribunal has 
determined ex parte that the party has the right 
to make the claim, and in every case where the 
Principal Examiner holds that a party has not the 
right to make the claim, he reverses his own prior 
finding or the prior finding of an appellate tri¬ 
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by the Patent Office, say between an electric motor 
and a batli tub, but are declared between two ap¬ 
plications for electric motors or between two ap¬ 
plications for bath tubs. And when the Principal 
Examiner decides that one party has not the right 
to make the claim, he is not, strictly speaking, 
correcting an error but is making a decision on the 
question of priority. This question, as we have 
seen by the decisions quoted by us, is not deter¬ 
minable by the Principal Examiner and should 
not be determined by him. It might very well be, 
in the fuller light of testimony to be taken and ex¬ 
hibits to be offered, and in the searchlight of 
cross-examination, that the Examiner of Inter¬ 
ferences might reverse the opinion of the Prin¬ 
cipal Examiner and come back to the original 
holding that the party really was entitled to make 
the claims. Under the present practice, the Com¬ 
missioner prevents a litigant from offering his 
proofs, which proofs may show that he really is 
entitled to make the claims in interference. Fre¬ 
quently this question arises over the meaning of 
terms used in an art, and if the party places a 
false meaning upon certain terms in the art in his 
specification, and uses those terms in the claims, 
then the Examiner will, without investigation, 
construe the claims if they emanate from that ap¬ 
plication, in the light of that disclosure, no matter 
how false and how misleading that disclosure may 
be. The party whose right to make the claims is 
denied should have the opportunity to show, if he 
can, that the interpretation and the arbitrary 
meaning given to words in the specification is 
wholly inconsistent with the conditions and with 
the actual facts in the art, and should not be 
thrown out on an interlocutory motion. We 
have indicated above that interferences are 
necessarily declared between applications that 
prima facie at least cover the same sub- 
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ject matter. And when this* interference is 
declared, it should not be dissolved lightly 
on the ground that one party has no right 
to make the claims when that question may in¬ 
volve the meaning of technical terms employed in 
the arts, which meaning the Patent Office has no 
machinery or facilities for ascertaining, except 
the bare word of one of the interferants stated in 
the specification. It is a rule of evidence that 
words should be given their natural meaning and 
that technical terms should be given the meaning 
which is current in the art in which these tech¬ 
nical terms are employed, and it is wrong for the 
Patent Office to decide the question of the meaning 
of certain terms without the fullest investigation, 
which investigation can only be obtained by ad¬ 
ducing testimony and by cross-examination, that 
is by the methods used for centuries in our courts 
of justice for ascertaining the truth or falsity of 
a statement or the existence or non-existence of a 
particular fact. When viewed in this light, the 
necessity for arguing the question of a right to 
make the claim at final hearing is at once demon¬ 
strated. Likewise the necessity for evidence as 
to the meaning of terms in the art is demon¬ 
strated. This is the view that was practically 
taken by this Court in Gold v. Gold, 34 App. D. C. r 
152, when it quoted the Examiners-in-Chief with 
approval to the effect: 

“if Edward E. Gold can show that the latch 
“as originally described and shown by Egbert 
“II. Gold is a ‘positive’ latch and will not 
“yield to unusual strains transmitted through 
“the coupling, he may secure an adjudication 
“of the question involved at the final hearing 
“in connection with the main question of pri- 
“oritv.” 

The principal Examiner is the recognized 
expert of the Patent Office in the particular 
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art or branch of industry over which he presides, 
and it is of importance that his view on a subject 
of this kind should be had. Nevertheless, it should 
be borne in mind that the Principal Examiner 
deals merely with drawings, descriptions and 
theories, and seldom comes in contact with ma¬ 
chines or actual commercial conditions. In fact it 
is quite possible that he may never hav6 seen a 
machine or device of the kind involved in contro¬ 
versy, but that he may have obtained all his 
knowledge of the art by reading patents. He is, 
therefore, not a thoroughly qualified expert, and 
his report or decision while entitled to weight and 
due respect, is not, and should not be, conclusive 
on this question. We, therefore, contend that the 
natural meaning of Rule 130 is that by bringing 
a motion to dissolve upon the ground in question 
under Rule 122, a party has fulfilled the condi¬ 
tion precedent, entitling him to urge this question 
at final hearing. The provision of this rule is 
doubtless made for the purpose of preventing 
surprises and for the purpose of limiting the 
questions about which testimony is to be taken, 
as much as possible. This view is not wholly con¬ 
trary to the view of the Patent Office, as is shown 
by the decision in Barber v. Wood, C. D., 1907, p. 
96, where the Commissioner held: 

“ Under Rule 130 where the operativeness 
“of an opponent’s device or his right to make 
“the claim is material to the right of a party 
“to a patent said party may urge the matter 
“at final hearing before the Examiner of In¬ 
terferences as a basis for his award of 
“priority; but as a condition precedent to 
“such right, the party must first present the 
“matter upon a motion for dissolution, or 
“show good reason why such motion was not 
“made and prosecuted.” 

To further illustrate the meaning of Rule 130, 
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we have but to bear in mind that if the Principal 
Examiner has held upon a motion to dissolve on 
the ground in question, that a certain party has a 
right to make a claim, this decision may be over¬ 
ruled at linal hearing by the Examiner of Inter¬ 
ferences, or by the Examiners-in-Chief, or by the 
Commissioner, or by the Court of Appeals. And 
to go further, if the Board of Examiners-in-Chief 
should hold on appeal on a motion that the party 
had the right to make the claim, the Examiner of 
Interferences might at final hearing hold that he 
did not have the right to make the claim. We 
have the authority of the Patent Office for the 
statement that the Examiner of Interferences is 
not bound by the decision of the Examiners-in- 
Chief on the motion, notwithstanding the fact that 
the Examiners-in-Chief is an appellate tribunal 
with respect to the Examiner of Interferences. In 
the case of O’Brien v. Gale v. Zimmer v. Calder- 
wood, C. 1)., 1908, p. 74, the Commissioner said: 

“It may be stated here that the purpose of 
“Rule 130 is to allow a party whose motion 
“that his opponents have no right to make 
“the claims has been denied to urge the ques¬ 
tion before the Examiner of Interferences 
“and on appeals from his decision. This 
“purpose would be defeated if it were held 
“that because the Examiners-in-Chief had 
“held on appeal from a decision of the Prim- 
try Examiner on a motion to dissolve that 
“a party had a right to take the claims the 
“question could not be raised before the Ex- 
“aminer of Interferences at final hearing.” 

If this is true, and we agree thoroughly with 
the position taken by the Commissioner in that 
case, why is it not equally true that if the Exam¬ 
iners-in-Chief have held on a motion that a party 
is not entitled to make the claims that the Exam- 


iner of Interferences might hold at final hearing 
that the party is entitled to make the claims? And 
to carry the point still further, if the Examiner of 
Interferences is not bound by the decision of the 
Examiners-in-Chief, why should he be bound by 
a decision of the Commissioner of Patents him¬ 
self? The Examiners-in-Chief is just as much an 
appellate tribunal, so far as the Examiner of In¬ 
terferences is concerned, as is the Commissioner. 

So far as we know, Hule 130 has never been 
judicially interpreted by this court. It was not 
in question so far as we can find by reading the 
decision in the case of Cosper v. Gold, decided 
February 6, 1911. As we have shown above, the 
interpretation which your Relators have placed 
upon this rule is perfectly consonant with Sec¬ 
tion 4904 of the Revised Statutes, and is in har¬ 
mony with the doctrine laid down by this court in 
Podlesak & Podlesak v. Mclnnerney, and as we 
have shown in another place, is not inconsistent 
with the doctrine laid down by this court in Cos¬ 
per v. Gold. We believe that, by construing the 
rule as we have construed it, piecemeal action will 
be avoided, that a case will go up to the Court of 
Appeals with a full record, and the Court of Ap¬ 
peals will be free to decide the whole question in 
one proceeding instead of coming up to the court 
once on a final award based on an interlocutory 
motion, and then, if reversed, come up a second 
time through all the tribunals of the Patent Of¬ 
fice to this court for the purpose of determining 
the same question, namely, the question of prior¬ 
ity, a second time. As was said by Assistant 
Commissioner Moore (now Commissioner) in the 
case of Hewitt v. Weintraub v. Hewitt & Rogers, 
C. D., 1907, 155: 

i ‘If under Rule 130 Weintraub can estab¬ 
lish that Rogers and Hewitt have no right 
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“to make the claims the judgment will be an 
“award of priority in his favor as against 
“the senior party. The rule contemplates 
“but one contest and that leading to an award 
“of priority. To make the question the sub¬ 
ject matter of two contests each resulting 
“in an award of priority with the right of 
“appeal to the Court of Appeals of the Dis¬ 
trict of Columbia would be piecemeal ac¬ 
tion and unnecessarily prolong the con- 
11 test . 7 • 

The above seems to be sound doctrine and yet 
the Commissioner in this case has taken the atti¬ 
tude of favoring piecemeal action which will per¬ 
haps necessitate the case going twice to the Court 
of Appeals, each time for the purpose of deciding 
the same question, namely, the question of prior¬ 
ity, only based on different facts. No good rea¬ 
son is seen why the already burdensome patent 
docket of the Court of Appeals should be need¬ 
lessly expanded in order to pass upon the same 
case twice when the whole matter might just as 
well be determined in one proceeding. 

We have demonstrated above the need of taking 
testimony in order to determine the question of 
priority, whether that question is based upon the 
right to make the claim or upon proofs otherwise 
to be adduced. But not only does the need exist 
for the taking of testimony, but the rules of the 
Patent Office specifically provide for this. Rule 
125 is as follows: 

“After the interference is finally declared, 
“it will not, except as herein otherwise pro¬ 
vided, be determined without judgment of 
“priority founded either upon the testimony, 
“or upon a written concession of priority by 
“one of the parties, signed by the inventor 
“himself (and by the assignee, if any), or 
“upon a written declaration of abandonment 
“of the invention . 77 
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If the question of the right to make the claims 
is a question of priority, as it has been repeatedly 
held by this court to be, then it becomes the plain 
ministerial duty of the Commissioner not to ter¬ 
minate the interference without judgment of 
priority founded upon testimony. There has been 
neither a concession of priority nor a written 
abandonment of the invention in this case, and as 
the rule specifically provides that the interfer¬ 
ence cannot be otherwise terminated, it follows 
that the party Scott & Scott’s request that the 
case be set down for the taking of testimony is en¬ 
tirely proper and is in accordance with the rules 
of the Patent Office. In connection with this we 
call attention to paragraphs XIII and XIV of 
your Relators’ petition, on page 7 of the trans¬ 
cript of the record, which specifically allege that 
there has been neither a concession of priority 
nor an abandonment of the invention. The alle¬ 
gations of these paragraphs are admitted in the 
return of the Respondents. We do not under¬ 
stand, under these conditions, what possible ex¬ 
cuse the Commissioner can have for not setting 
the case down for the taking of testimony in ac¬ 
cordance with the rules. The Commissioner can¬ 
not say that the interference is terminated, for 
he admits in his return that a final award of 
priority can still be entered and that the case can 
then be appealed inter partes to the Court of Ap¬ 
peals. If that is so, the interference is not at an 
end, and as the question involved is one of prior¬ 
ity (right to make claims), the rules says that it 
shall not be determined without testimony. 

PRACTICE IN THE PATENT OFFICE. 

Prior to 1905 the question as to the right of a 
party to make the claims in his application was 
not considered as ancillary to the question of 
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priority of invention. It was looked upon as a 
purely ex parte question. At the time stated, 
however, the Patent Office and this Court rightly 
came to the conclusion that such view was wrong 
and that the matter did affect priority. A party’s 
application is a part of his proofs and in some 
cases may be his only proof and it should, there¬ 
fore, be given inter partes consideration as proof 
bearing on the question of priority. Before this 
changed view the only way of raising the question 
as to the right of a party to make the claim was by 
a motion for dissolution since it would not be 
given consideration at final hearing. After the 
decision of this Court in the Podlesak case in 
1905, it was recognized that the matter could be 
argued at final hearing and could be passed on as 
ancillary to priority and it was specifically so 
stated in Rule 130. 

In amending Rule 130, however, the Commis¬ 
sioner while recognizing the new view apparently 
was not able to get entirely away from the old 
idea that the right to make the claim should be 
raised by motion to dissolve. The amended rule 
permitted argument at final hearing as a part of 
priority but it not only permitted but required 
that it be first raised by motion. There was noth¬ 
ing radically wrong about that and there would 
have been no confusion or inconsistency if the 
Commissioner had not retained the old provision 
of Rule 124 permitting interlocutory appeals on 
the question. Those appeals were originally per¬ 
mitted because the question would not be consid¬ 
ered at final hearing and as soon as the matter 
was recognized as effecting priority which could 
be considered at final hearing we believe that the 
practice would have been simplified and much im¬ 
proved by cutting off any appeal until final judg¬ 
ment by the tribunal of original jurisdiction on 
priority. It is believed that the Commissioner 
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might well have adopted a practice like that which 
he did adopt in reference to the burden of proof 
in the case of Raulet and Nicholson against 
Adams, where lie said (C. I). 1905, 55; 114 0. (}., 
1827): 

“Motions to shift the burden of proof and 
“give to one of the parties a date earlier than 
“the filing date of his application directly in¬ 
volved should be made before and deter- 
“mined by the Examiner of Interferences. 
“Since the decision of such motion relates to 
“the question of priority of invention, no ap- 
“peal will be permitted from his decision on 
“the motion until he renders his final decision 
“upon the question of priority of invention. 
“When appeal is taken upon the question of 
“priority, the ruling upon the motion to shift 
“the burden of proof may be reviewed by the 
“several appellate tribunals as a part of the 
“decision upon the question of priority of 
“ invention.’’ 

We do not say that the Commissioner has no 
authority to permit interlocutory appeals since 
for the purpose of the present case we may as¬ 
sume that he has discretion in that matter but we 
do say that he cannot urge the permission of 
such interlocutory appeals as cutting off our 
statutory right to a final judgment on priority by 
the tribunals specified in the statute and with the 
statutory right of appeal from that judgment. 

To grant the present petition for mandamus we 
submit would not upset or confuse the present 
practice of the Patent Office but would merely 
bring it into more complete harmony with the de¬ 
cision of this Court in the Podlesak case. 

DEFENSES INTERPOSED BY COMMIS¬ 
SIONER. 

In his answer to the petition for mandamus, the 
Commissioner of Patents alleges in effect three 
defenses or reasons for the refusal of the writ. 
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1st. That the interference which it is asked 
shall be set for final hearing has no existence, hav¬ 
ing been dissolved by him and consequently it is 
impossible to do what the petition asks. 

2nd. That it is a matter of discretion with the 
Commissioner whether he will dissolve an inter¬ 
ference without deciding priority and having dis¬ 
solved the present case, his discretion cannot be 
controlled by a mandamus. 

3rd. That the petitioners have two other reme¬ 
dies. 

FIRST DEFENSE —Does the Interference 

Exist 1 

In his decision refusing the relief which is now 
asked by mandamus, Assistant Commissioner 
Tennant said (see Exhibit “B,” page 16): 

“The question which was presented upon 
“the motion for dissolution involved the 
“right of Scott & Scott to make in the earlier 
“application the claims in issue, and this was 
“decided adversely to them. This ruling was 
“in effect a decision upon the question of 
“priority adverse to Scott & Scott and had 
“they desired to appeal from this holding to 
“the Court of Appeals of the District of Co¬ 
lumbia, it would have been proper for them 
“to present a motion that formal judgment of 
“priority be entered, as was done in the case 
“of Cosper v. Gold and Gold, 168 0. G., 787.” 

Obviously and necessarily this motion for judg¬ 
ment would have to be made after the decision 
granting the motion for dissolution. There is no 
other time when it could be made. The Commis¬ 
sioner, therefore, admits that the interference had 
vitality and life even after the decision on the 
motion to dissolve and that some tribunal of the 
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Patent Office could then enter an order deciding 
priority. He virtually admits that it was the 
plain, clear ministerial duty of some tribunal of 
the Patent Office to thereafter enter a final order 
on the question of priority if proper motion there¬ 
fore was made. He admits the existence of the 
proceeding and the authority to enter the order 
but seems to differ with the petitioner as to what 
tribunal of the Patent Office should make it and 
what the procedure should be. 

The Commissioner’s answer to the petition for 
mandamus again reiterates and makes even 
stronger the admission that the interference is 
still in existence for the purpose of the entry of a 
final order of priority. He says on page 12 of the 
Record, 

“As a further or alternative remedv the 
“relators may move for a reconsideration of 
“the Commissioner’s decision dissolving the 
“interference and the entry in lieu thereof of 
“an order awarding priority to Bechman on 
“the record, in view of the holding of the 
“various office tribunals that relators have 
“no right to make the claims.” 

Now, if the entry of such an order is at the 
present time a legal remedy open to the petitioner 
as here alleged, it is indeed difficult to see upon 
what possible theory it can be said that the entire 
proceeding has ceased to exist so effectually as to 
make it impossible to do what the petition for 
mandamus asks. It is obvious, therefore, we sub¬ 
mit, that the Commissioner does not mean just 
what he says when he intimates that the Patent 
Office has no authority or jurisdiction to decide 
priority in the interference at the present time. 


4 


32 


SECOND DEFENSE— Discretion. 

It is a well settled doctrine that a mandamus 
will not lie to control discretion, but the execu¬ 
tive or the lower court cannot refuse to take juris¬ 
diction of a case by saying that he has considered 
the case and exercised his discretion in refusing 
to take jurisdiction. If that doctrine should be 
established, then a litigant would indeed be in 
sore straits, for then he would be without remedy 
to prosecute his case in a court of justice if that 
court should erroneously hold that it had no juris¬ 
diction. In Re Ilohorst, 150 U. S., 653, it was 
held that: 


“Mandamus will lie to compel the U. S. 
“Circuit Court to take jurisdiction of a suit 
“which it has wrongfully dismissed for lack 
“of jurisdiction.*’ 

So likewise a writ of mandamus lies in the pres¬ 
ent case to compel the Commissioner to proceed 
in accordance with the law to determine the ques¬ 
tion of priority. No mandamus would lie to com¬ 
pel him to determine the question of priority in 
favor of the party Scott & Scott, for that would 
involve the exercise of discretion, but the manda¬ 
mus does lie to compel the Commissioner of Pat¬ 
ents to direct the Examiner of Interferences to 
proceed to determine the question of priority in 
accordance with Section 4904 and other statutes 
and with the Rules of Practice. 

As was said by the Supreme Court in Ex parte 
Parker, 131 V. S., 225: 


i 4 
4 i 


“Rights under our system of law and pro¬ 
cedure do not rest in the discretionary au¬ 
thority of any officer, judicial or otherwise.” 


In connection with the foregoing we maintain 
that the Commissioner, if he ever had any dis- 
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cretion, has deprived himself of such discretion 
by formulating Rules 130 and 125 of the Rules of 
Practice. 

‘‘Courts of general jurisdiction act judici¬ 
ally in making rules of practice, and so long 
“as their acts are in good faith and within 
“the limits of their powers they are not sub¬ 
ject to review by mandamus. But where an 
“inferior Court has adopted rules of practice 
“the discretion is departed with so long as 
“the rules are retained, and rights conferred 
“thereby may be enforced by mandamus.” 

(See Cyc., Vol. XXVI, pp. 202-203.) 

The Commissioner says that if, after declaring 
an interference, he concludes for any reason that 
he made a mistake in declaring it, he may in his 
discretion correct that mistake by dissolving the 
interference without deciding priority. If that is 
conceded as a general proposition it still has no 
application to one class of cases, viz., that class of 
cases where the act of dissolution involves the 
question of priority—and the present case be¬ 
longs in that class. He has no legal right to dis¬ 
solve an interference where he cannot do so with¬ 
out making “in effect a decision on the question 
of priority.” He can dissolve it only where there 
is no question of priority to be determined, such 
as where the interference issue is not patentable 
over the prior art, and not in a case where he ad¬ 
mits himself that it is necessary for him to in 
effect decide priority. 

Having declared the interference, all that re¬ 
mains is the ministerial duty of doing what the 
law says shall be done under the circumstances 
judicially determined. 

There is a vast difference between reviewing 
and controlling the judicial findings of the Com¬ 
missioner and controlling his action based on 
those findings. 
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The petition for mandamus does not ask that 
the Commissioner’s discretion be controlled on 
any point, but merely asks that he be required to 
act as the law says he shall act under the circum¬ 
stances judicially determined by him. It does not 
ask that the tribunals of the Patent Office be re¬ 
quired to decide the question of priority in favor 
of or against any particular party—that being a 
matter of discretion—but it does ask that the min¬ 
isterial duty of deciding it one way or the other, 
by the proper tribunal, shall be performed. 

Section 4904 of the Revised Statutes clearly 
and unmistakably imposes a clear ministerial 
duty on the Commissioner. It says that under 
certain circumstances found to exist by him he 
“shall direct the Primary Examiner to proceed 
to determine the question of priority of inven¬ 
tion.” 

It does not say that he may in his discretion di¬ 
rect the Examiner to proceed to determine prior¬ 
ity but “he shall.” Now, our point in the present 
case is that the judicial finding actually made and 
announced by the Commissioner imposed on him 
the ministerial duty of directing the Examiner to 
determine priority. Suppose the Commissioner 
should judicially determine in an interference be¬ 
tween A and B, that the evidence showed A to be 
the first inventor and should then say that being 
too late .in date B had no right to make the claim 
and the interference was consequently dissolved. 
As a matter of fact, no one has a right to a patent 
unless he is the first inventor and, therefore, the 
Commissioner’s action would be based on his ju¬ 
dicial finding but under those circumstances could 
it be rightly said that B would have no right to 
demand a decision on the question of priority 
from which he could appeal? If so, the Commis¬ 
sioner can cut off all appeals to this Court in all 
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interference cases, notwithstanding the statute. 
The absurdity of such a proposition is apparent. 
It is, we submit, obvious that the Commissioner 
cannot terminate an interference basing his ac¬ 
tion on a ruling which amounts to a decision on 
the question of priority without actually entering 
an order deciding priority and still that is ex¬ 
actly what he claims to have done in the present 
case. He says, himself, that his ruling was in 
effect a decision on priority. 

This Court, in the case of Allen v. United 
States, ex rel. Lowry, 26 App. D. C., 8, pointed out 
that the Commissioner could control interlocutory 
proceedings in interferences and could permit 
appeals or not within his office as seemed proper, 
because 

‘ 4 in so doing he is not thereby depriving any 
“party of any statutory right to have all 
“questions passed upon at final hearing, and 
“on appeals therefrom, which are necessary 
“for a correct determination of the question 
“of priority, which is the sole question for 
“which interferences are declared.’’ 

Your Honors here imply very plainly that he 
could not cut off the statutory right to have all 
questions pertinent to priority considered at final 
hearing. Now, as a matter of fact, Scott’s orig¬ 
inal application, No. 236,933, is evidence perti¬ 
nent to the question of priority and this is ad¬ 
mitted by the Commissioner who virtually admits 
that an interference was in existence which could 
not be disposed of without in effect deciding 
priority. That being true, he had no discretion 
and under the terms of Section 4904 it was his 
plain, clear, ministerial duty to direct the Ex¬ 
aminer to determine priority, as requested in the 
petition for mandamus. 
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THIRD DEFENSE— Another Remedy. 

The Commissioner says in his answer on page 
12 : 


“As a further or alternative remedy the 
“relators may move for a reconsideration of 
“the Commissioner’s decision dissolving the 
“interference and the entry in lieu thereof of 
“an order awarding priority to Bechman on 
“the record, in view of the holding of the 
“various office tribunals that relators have 
“no right to make the claims.” 

The Commissioner further says on page 11: 

“The relators have other remedies than by 
“this petition for mandamus, namely, they 
“have the right of ex-parte appeal from the 
“rejection, in their applications, of the claims 
“which have been found, during the inter- 
“ partes consideration, to have no foundation 
“in their disclosure.” 

The Commissioner seems to think that the well 
known doctrine that a mandamus will not lie 
where there is another legal remedy applies and 
that the two alleged remedies above mentioned 
constitute a bar in the present case. This shows a 
misconception of what constitutes another rem¬ 
edy. It is obviously impossible by either of the 
courses outlined above to get the relief which we 
are asking for by a mandamus and, therefore, they 
clearly do not constitute other ways of getting 
that relief. 

The allegation by him that we might have made 
a demand on him for something else is no answer 
to the demand which we did make. It is incum¬ 
bent on him to show either that we are not legally 
entitled to the particular thing which we did de¬ 
mand or that there is some other way than by a 
mandamus for getting that particular thing. If 


37 


those alleged “remedies” were such remedies as 
would bar proceedings by a mandamus we would 
indeed be in a very peculiar and unfortunate po¬ 
sition. 

It is to be noted that both of these alleged reme¬ 
dies are within the control of the Commissioner 
and naturally he has the same power to refuse to 
grant us either relief that he has exercised in the 
present case. Under his theory we could not com¬ 
pel him by a mandamus to grant either form of 
relief above mentioned because no matter which 
we choose he could still insist that the other was 
open to us. He could keep us running in a circle 
and this in itself shows the fallacv of his reason- 
ing. 

It is obvious we submit that the two alleged 
remedies open to us are not legal remedies ap¬ 
plicable to the situation. At best they simply 
bear indirectly on the question whether the de¬ 
mand which we did make on the Commissioner 
was proper and was properly presented. 

(a) First Alternate Remedy. 

Petition for Order under Cosper against Gold. 

The answer to the petition suggests that we 
may ask the Commissioner in person to enter an 
order awarding priority to Bechman and it is said 
that this is one of the other remedies open to us. 

It is true that such an order was made in Cos¬ 
per against Gold and this Court entertained an 
appeal from that order but nevertheless it is not 
in fact a remedy open to us. This Court ex¬ 
pressed considerable doubt as to the jurisdiction 
in that case, the reason for doubt apparently be¬ 
ing the irregularity of the Commissioner’s action 
in making the order of priority himself without 
having the decision by the Examiner of Interfer¬ 
ences and the Examiners-in-Chief as provided by 
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law. If we assume that the Commissioner may 
in his discretion exercise supervisory authority 
and enter an order of priority in the first instance, 
we still cannot by any stretch of imagination con¬ 
clude that any litigant could demand as a matter 
of right that he do so in a particular case. It is 
to be particularly noted that the Commissioner 
has not in fact entered any order of priority but 
he merely suggests that we might ask him to enter 
such an order and intimates that he has the right 
to enter it. We are, therefore, not trying to oust 
the jurisdiction of the Commissioner after he has 
exercised his supposed authority and, therefore, 
in the present case it is immaterial whether or not 
he would have such authority. If in any case he 
exercises such authority it is as a matter of dis¬ 
cretion and consequently he cannot be compelled 
to do it. His reference to the privilege of asking 
him to exercise a supervisory authority shows a 
misconception of what constitutes a remedy in 
law. It might just as well be said that a person 
convicted of murder has no right of appeal until 
he has asked the Executive to pardon him. The 
privilege of asking the Commissioner to exercise 
his alleged supervisory authority is no more an¬ 
other legal remedy than is the privilege which a 
person convicted of murder has of asking for a 
pardon. Neither the Statutes nor the rules make 
it the dutv of the Commissioner to exercise his 
supervisory authority and there is no way of com¬ 
pelling him to do so. The possibility of request¬ 
ing him to act in the present case was, therefore, 
no legal remedy open to Scott. It is not made a 
legal remedy by any intimation made by the Com¬ 
missioner in denying the request which Scott did 
present to the effect that he would have been pre¬ 
pared to exercise his supervisory authority and 
to make an order if a particular kind of request 
had been made. 
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(b) Second Alternate Remedy. 

Ex parte Appeal. 

After priority of invention lias been awarded, 
and the decision becomes final, the applications 
of both parties are remanded to the Principal 
Examiner and the claims in issue in the unsuccess¬ 
ful party’s application are then rejected finally. 

Rule 132 provides: 

“Whenever an award of priority has been 
“rendered in an interference proceeding by 
“any tribunal and the limit of appeal from 
“such decision has expired, and whenever an 
“interference has been terminated by reason 
“of the written concession, signed by the ap¬ 
plicant in person, of priority of invention 
“in favor of his opponent or opponents, the 
“Primary Examiner shall advise the defeat¬ 
ed or unsuccessful party or parties to the 
“interference that their claim or claims 
“which were so involved in the issue stand 
“finally rejected.” 

In the present case the Commissioner has not 
directed the Principal Examiner to reject the 
claims in issue. This shows that the award of 
priority has not been made. The ex parte appeal 
is, therefore, not a remedy open to Scott at this 
time. 

And the respondents after setting forth this 
alternate remedy of ex parte appeal, in their own 
brief below (p. 24) suggests that possibly in view 
of the ruling in the Newcomb Motor case (30 App. 
D. C. y 464) Scott may not be entitled to an ex - 
parte appeal. 

But assuming that your appellants have the 
right to an ex parte appeal, it by no means follows 
that appellants are not entitled to the more ade¬ 
quate and speedy relief asked for by the writ of 
mandamus. In the first place this Court has held 
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in the Podlesak case that tiie question of the right 
to make the claims is appealable inter-partes to 
this Court. If that is true the ex parte appeal is 
not the full, complete, adequate and speedy rem¬ 
edy to which the appellants are entitled. In the 
second place it is evidently intended that this ex 
parte appeal shall be taken without an award of 
priority of invention, in other words while the 
interference is still in existence! This conflicts 
fundamentally with the ruling of this Court in 
the Podlesak case. 

Thirdly, the ex parte appeal would not give 
your appellants the final hearing before the Ex¬ 
aminer of Interferences to which they consider 
themselves entitled in view of Section 4904 R. S. 
It is, therefore, not an alternative remedy, be¬ 
cause it is not so complete a remedy. To be an 
alternative remedy, it must be the equivalent of 
the remedy sought. 

But aside from all these considerations, the ex 
parte appeal would be no remedy at all, as is 
shown by the following: 

If the course suggested by the Commissioner 

were followed, Scott’s case would go back to the 

Primary Examiner for ex parte action and he 

would probably reject it because of the supposed 

fact found bv the Commissioner on the motion 
* 

that Scott has no right to make the claims. An 
appeal could be taken from that decision succes- 
sivelv to the Examiners-in-Chief, the Commis- 
sioner and this Court. If all of the decisions 
should be against Scott the matter would then be 
terminated, but it should be noted that there would 
have been just as many appeals and just as many 
decisions as if the Examiner of Interferences had 
entered the first order instead of the Primary Ex- 
aminer. Nothing, therefore, would have been 
gained in the way of simplicity of procedure. 
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On the other hand, we must contemplate the 
possibility that some tribunal may decide in favor 
of Scott on the ex parte appeal. If so, according 
to the Commissioner, the interference would be 
redeclared and would then go to the Examiner of 
Interferences to determine priority. Under the 
expressed provisions of Rule 130, Bechman could 
then argue before the Examiner of Interferences 
the question of Scott’s right to make the claims 
and the Examiner of Interferences would have to 
decide that matter again. Appeals could be taken 
to the Examiners-in-Chief, the Commissioner and 
this Court. In other words, the course suggested 
by the Commissioner may at least lead to two 
complete sets of appeal from the tribunal of orig¬ 
inal jurisdiction in the Patent Office to this court 
and it would necessarily lead to one of those sets 
of appeal. 

The course suggested by the Commissioner 
might lead to still further complications besides 
two sets of appeals and this clearly appears from 
the facts and findings of the Commissioner in the 
case of Duncan against Westinghouse, 66 0. G., 
1005 C. D., 1894, page 12. In that case, the Ex¬ 
aminers-in-Chief had decided on ex parte appeal 
that Westinghouse had the right to make the 
claim and the Commissioner said: 

‘‘ Upon the declaration of the present inter¬ 
ference Duncan moved to dissolve on the 
‘ 4 ground that Westinghouse had no right to 
*‘make the claim; but the Primary Examiner 
“held that the question presented by this mo- 
“tion was res ad judicata, inasmuch as that 
“question had been passed upon by the Board 
“of Examiners-in-Chief in their decision 
“holding that there was a sufficiency of dis¬ 
closure in Westinghouse’s application to 
“warrant the claim.” 

The Commissioner overruled this holding and 
permitted the motion for dissolution notwith- 
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standing the ex parte decision of a higher tribunal 
on the question raised. He pointed out that it 
would not be fair to hold as res ad judicata against 
Duncan a decision rendered on an ex parte appeal 
by Westinghouse. 

In Painter against Hall, 80 0. G., 1124 C. D. r 
1897, page 43, Commissioner Butterworth said as 
to Rule 122 permitting motions for dissolution, 

“This rule provides for motions to dissolve 
“an interference on the ground of non-pat¬ 
entability, although this question has been 
“favorably decided in an ex parte proceed¬ 
ing either by the Examiner or by one of the 
“appellate tribunals. On a motion to dis¬ 
solve the question is considered and decided 
“de novo inter partes. If the decision of the 
“Primary Examiner is adverse to patentabil¬ 
ity, Rule 67 provides for an appeal inter 
“partes . While the question of patentability 
“may be decided favorably when it is consid¬ 
ered ex parte , yet on an inter partes hear¬ 
ing it may be shown to the satisfaction of 
“the tribunal that the decision was errone¬ 
ous, and it would be reversed. 

“The question of patentability decided ex 
“parte cannot, therefore, be said to be res 
“ ad judicata when raised inter partes. To 
“make the matter res ad judicata there must 
“be concurrence of four conditions—identity 
“in the thing sued for, of a cause of action, 
“of the parties to the action, and of the qual¬ 
ity in the persons. In the matter under 
“consideration the identity of parties is 
“ lacking .’ 1 

Under these rulings if Scott were to appeal ex 
parte and were to get a favorable decision result¬ 
ing in a redeclaration of the interference Bech- 
man would not be bound by that decision but 
could move to dissolve the interference on the 
same old grounds. Disregarding probabilities 
there would obviously be a legal possibility of an 
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endless circle of appeals and motions and it would 
be impossible to ever bring the case to a termina¬ 
tion. This Court recognized that fact in the case 
of Gold against Gold, 34 App. D. C., 229, where 
it was said: 

‘ ‘If the losing party can go back to the Ex- 
hammer, and proceeding ex parte , secure an 
“allowance of his right to make the claims 
“and then renew the litigation with his ad¬ 
versary, there might be no end to it.” 

The proceedings in interference cases are suffi¬ 
ciently complicated, long drawn out and expen¬ 
sive at best and there is no reason for making 
them more complicated than necessary. The peti¬ 
tion for mandamus if granted will, we submit, 
tend to simplify them. 

If the ex parte appeal suggested by the Com¬ 
missioner could be considered a remedy in the 
legal sense it is still not as simple, direct and ade¬ 
quate as the action which Scott asks. In Cyc., 
Vol. 26, page 168, it is said that a mandamus will 
be granted “where there is no other clear, ade¬ 
quate, efficient and speedy remedy.” The same 
authority on page 171, says that the other rem¬ 
edy must be “one competent to afford relief upon 
the very subject-matter in question and which is 
equally convenient, beneficial and effectual.” 

If the case is remanded to the Examiner of In¬ 
terferences for decision on priority as asked in 
the petition, the entire controversy between Scott 
and Bechman will be finally determined on a 
single set of appeals and there can be no possible 
question of irregularity in the proceedings. That 
course of procedure is the most simple, direct and 
effective and is furthermore the only course pro¬ 
vided by law. 
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CONCLUSION. 


We submit: 

1. That the interference raises nothing but th^ 
question of priority. 

2. That the Examiner of Interferences is the 
tribunal having original jurisdiction of the ques¬ 
tion of priority, and that the Principal Examiner 
has no jurisdiction to determine this question. 

3. That the question of right to make the 
claim is a question of priority appealable inter 
partes to the Court of Appeals, but only after an 
award of priority has been made. 

4. That the Commissioner has neither discre¬ 
tion nor supervisory authority to terminate an in¬ 
terference when the act of termination involves 
the question of priority. 

5. That the Commissioner has no right to de¬ 
stroy the statutory jurisdiction of the Examiner 
of Interferences. 

6. That the Examiner of Interferences, in de¬ 
ciding the question of priority, is not bound by 
the decision, on a motion to dissolve, rendered by 
the Commissioner of Patents. 

7. That the Commissioner is bound by Sec¬ 
tions 41)04, 41)01) and 440 of the Revised Statutes, 
and by his own rules 130 and 125, and must per¬ 
form the plain ministerial duty imposed upon him 
bv these statutes and Rules. 

8. That the bringing of a motion under rule 122 
on the ground that one party has no right to make 
the claim, is the mere fulfilling of a condition 
precedent entitling the party, bringing the mo¬ 
tion, to argue this question at final hearing. 

9. That the Commissioner cannot enter an 
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award of priority unless based on testimony, in 
the absence of an abandonment of the invention 
and in the absence of a written concession of pri¬ 
ority. 

10. That the granting of a motion to dissolve 
on the question of right to make the claims, does 
not terminate the interference, but still leaves 
open the question of priority. 

11. That the Commissioner by permitting in¬ 
terlocutory appeals cannot cut off the statutory 
appeals. 

12. That it is illogical and piecemeal action to 
have two sets of appeals to the Court of Appeals 
for the purpose of determining the same question, 
viz., the question of priority. 

Respectfully submitted, 

A. V. BEEKEN, 

J. M. COIT, 

F. B. BROCK, 

Counsel for Appellants. 
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BRIEF FOR APP ELLEE S. 

This is an appeal from the decision of the Supreme 
Court of the District of Columbia refusing a writ of 
* mandamus to compel the Commissioner of Patents to 
institute a certain novelty in Patent Office procedure. 

THE QUESTION RAISED. 

Aside from the questions peculiar to all mandamus 
proceedings the question raised by the present appeal 
is this: 

Shall an interference proceeding be set down 
for final hearing before the examiner of inter- 
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ferences and for the taking of testimony, after 
it has been dissolved by the office on a motion 
brought under Rule 122, the ground of the 
dissolution being that the parties on one side— 
the appellants herein—have no application in 
which the claims in issue can be properly 
allowed ? 

In their brief appellants have treated this question 
as if the dissolution of the interference had been 
decreed upon the ground that they had “ no right to 
make the claims,” as that expression is technically 
understood—that is, that their application involved, 
did not disclose the subject matter of the claims. 
While it is believed that the conclusion must be the 
same, even were this true, it may be well to state at 
the outset the exact ground upon which the inter¬ 
ference was dissolved. 

Appellants—Scott and Scott—have two applica¬ 
tions in the office, one filed in 1904 and one in 1909, 
the latter claiming to be a division of the former, 
though it admittedly differs somewhat in disclosure. 
Bechman has a patent, applied for and issued between 
the filing dates of the two Scott cases and more than 
three years prior to the filing of the later one. The 
interference was declared between the Bechman pat¬ 
ent and the second Scott application on claims copied 
by Scott out of the Bechman patent, Scott having 
been made the senior party on the theory that his 
later application was a division of the earlier one. 

Before the case came to the taking of testimony 
Bechman moved to dissolve the interference on the 






3 


ground that the earlier Scott application did not dis¬ 
close and would not support the claims in issue and 
that therefore the later one (upon which Scott was 
actually involved) was not a division of the earlier 
one, at least as to the subject matter in question, and 
was barred by the Bechman patent itself under 
sections 4886 and 4887 of the Revised Statutes, being 
filed more than two years after this patent issued. 
The primary examiner considered this motion inter 
partes and dissolved the interference on the grounds 
suggested. His decision was affirmed in turn by the 
examiners in chief and the commissioner upon appeals 
taken by Scott under rule 124. The commissioner 
said: 

Whatever Scott may think of the merits of 
these limitations it appears that they express 
the very point of the invention covered by the 
counts, and that they can not properly be 
predicated upon Scott’s earlier ease. The 
allowance of the claims in the second applica¬ 
tion being barred by the Bechman patent, as 
above noted, the interference was properly 
dissolved. (Rec., p. 15.) 

The peculiarity of the case is, therefore, that Scott 
is absolutely barred from having the claims in issue 
in the application in the interference unless he could 
also make them in the earlier case. It is understood 
that Scott made the disclosure of the second case 
slightly different from that of the earlier one in order 
the better to support the claims here in issue. 


4 


POSITION OF COMMISSIONER ON ABOVE QUESTION. 

The commissioner has refused to have the case set 
for final hearing and the taking of testimony before 
the examiner of interferences because: 

1st. The interference is in his opinion dissolved 
and no longer in existence and therefore does not 
now present any question for any tribunal. 

2d. If it were held that the commissioner is with¬ 
out power to dissolve an interference upon the 
grounds presented by this case, then the three deci¬ 
sions already rendered by the office are themselves 
in reality decisions on priority, and it would be 
improper to readjudicate the same question through 
a parallel course of appeals in the Patent Office; and 
Scott should appeal to this court from the commis¬ 
sioner’s decision. The commissioner suggested that 
the form of judgment might be changed, upon 
request by Scott, to facilitate such appeal. (See 
Rec., p. 16, 5th paragraph.) 

(1) THAT THE INTERFERENCE IS DISSOLVED. 

Appellants have argued that the commissioner is 
inconsistent in holding that the interference is dis¬ 
solved and terminated because he has also suggested 
that the form of the judgment might be altered, upon 
request by Scott, to award priority upon the finding 
made, as w r as done in the Cosper-Gold cases (36 
App. D. C., 302). Obviously, however, the authority 
that dissolved the interference could reinstate it and 
alter the form of the judgment. This objection is 
believed to be too trivial to need further comment. 
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But it is contended that the commissioner is with¬ 
out power to dissolve an interference on the ground 
that a party has no right to make the claims, because 
that question, since the Podlesak case (26 App. D. C., 
399), has been held to be ancillary to the question of 
priority, and that therefore a final hearing must always 
be had before the examiner of interferences when this 
question is raised. 

The main fallacy in this contention is in the as¬ 
sumption that, because “right to make the claims” 
is ancillary to the question of priority, it is not also 
a question of patentability upon which an interference 
may be dissolved. It was a question of patentability 
long before it was held to be a question of priority, 
and by its very nature must continue to be. Claims 
are continually rejected in ex parte applications on 
the ground that there is no foundation for them in 
the disclosure of the specification, and this court has 
frequently sustained the office in such rejection. 
In re Mraz (36 App. D. C., 435, 164 O. G., 978), 
Dilg v. Moore , Commissioner of Patents (34 App. 
D. C., 106, 150 O. G., 269), and in re Duncan , Pritch¬ 
ard & Macauley (28 App. D. C., 457, 126 O. G., 2592), 
are instances of such cases. Likewise, many inter¬ 
ferences sought by applicants never even come into 
existence because it is held in ex parte action by the 
office that they have no right to make the claims 
which they have copied from the cases of others for 
the purpose of provoking interference. 

Some years ago Scott, whom appellants here 
represent, had pending in the office another applica- 
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tion on a printing press, and in that case, too, he 
copied claims from a patent to provoke an inter- 
ference. The office held he had no right to make the 
claims and rejected them in his application, refusing, * 
of course, to declare the interference. He appealed 
to this court and the action of the office was here 
sustained. (In re Scott , 25 App. D. C., 307, 117 
O. G., 278.) 

If “right to make the claims” is essentially and 
exclusively a question of priority, as contended by 
appellants, this could not have been done. The 
office would, instead, have had to concoct an inter¬ 
ference and award priority to the patentee whose 
claims were copied, thus involving him in a tedious 
and expensive proceeding, although it was obvious 
from the first that the applicant could not make the 
claims. 

Your honors will see that the examiner must 
necessarily consider the right of the parties to make 
the claims in every instance as a question of patent¬ 
ability before he declares any interference. If he 
makes a mistake and declares an interference when 
one of the parties can not properly make the claims 
and this is pointed out to him, on an inter partes 
motion to dissolve, it would seem proper for him to 
be able to correct the mistake by dissolving the 
interference instead of continuing the parties in a 
conflict—on its face improperly raised. It is for 
this purpose that motions to dissolve are provided 
for in the rules. Interferences are proceedings insti¬ 
tuted by the office, not by the parties to them (sec. 
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4904, R. S.), and there seems to be no reason why 
the office should not dissolve an interference before 
the parties are put to the expense of taking testi¬ 
mony, if it appears that it was improperly declared. 

It is a noteworthy fact that in the Podlesak case 
(26 App. D. C., 399), the very case in which it was first 
held that “right to make the claims” was ancillary 
to priority, the interference had been absolutely dis¬ 
solved as to two out of the three original counts on 
the ground that Melnnerney had no right to make 
them, as appears from the decision of this court 
rendered in that case. No suggestion was made by 
the court that this was irregular. 

Since “right to make the claims” is, therefore, a 
question of patentability as well as of priority, it is 
believed that the office may still rightfully dissolved 
interferences upon this ground, as it has for the past 
40 years, and that the interference here in question 
was properly dissolved and being nonexistent pre¬ 
sents no question for determination by the examiner 
of interferences. 

In this connection the words of this court in the 
case of Allen v. Loury (26 App. D. C., 8, 116 0. G., 
2533) are pertinent: 

While we recognize the rule, as laid down in 
Houghton v. Payne (194 U. S., 88), and in 
other decisions of the Supreme Court, that if a 
practice is contrary to law, it is not made 
lawful by the practice of a department for a 
long period of time, yet due regard should be 
given to a practice which admittedly has pre- 
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vailed for more than 25 years in proceedings 
of a judicial character, even should there be a 
reasonable doubt in the mind of the court as 
to the proper construction to be placed upon a 
statute. The Supreme Court said in Bate Refrig¬ 
erating Company v. Sulzberger (157 U. S., 1 ): 

“ * * * if the statute be not so explicit as 

to preclude construction; if upon applying to 
it the established rules of interpretation; if 
looking at it in the light of previous legisla¬ 
tion on the subject; if there be reasonable 
ground for adopting either one of two con¬ 
structions; this court, without departing from 
sound principle, may well adopt that con¬ 
struction which is in harmony with the settled 
practice of the executive branch of the 
Government.” 

If your honors hold that the interference is in fact 
dissolved, it is an end of the present controversy. 

(2) IF NOT DISSOLVED, PRIORITY HAS ALREADY BEEN 
DETERMINED BY THE OFFICE. 

But if your honors should hold that the commis¬ 
sioner is utterly without power to dissolve an inter¬ 
ference on the grounds set forth in his decision 
(Exhibit A, Rec., p. 13), and that the interference is 
therefore still pending, it yet remains to decide 
whether it should be set down for final hearing and the 
taking of testimony before the examiner of interfer¬ 
ences, as demanded by appellants. 

If it be held that the interference is not dissolved it 
must be as a corollary to the holding that “right to 
make the claims” is always and exclusively a question 
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of priority, for the decisions rendered by the office 
clearly used words appropriate to dissolve the inter¬ 
ference if it were possible to do so. 

Assuming, then, for the moment that “ right to 
make the claims” is essentially and invariably a ques¬ 
tion of priority, it follows that the office has already 
decided priority between the parties to the inter¬ 
ference, for it has considered and decided this very 
question inter partes and after full hearings before the 
primary examiner, the examiners in chief, and the 
commissioner in turn; and the only error of the com¬ 
missioner was in miswording the judgment to read 
“The interference is properly dissolved,” instead of 
“Priority is accordingly awarded to Bechman.” 
This change in form the commissioner stood ready to 
make at the request of Scott, as above stated. The 
case of Cosper v. Gold and Gold (36 App. D. C., 302), 
in which this court entertained appeals on priority 
from such judgments, is authority for this kind of an 
order. 

In this view of the case Scott stands in the position 
of one against whom a demurrer has been sustained— 
the case having been decided against him on the face 
of the pleadings—and his remedy is by appeal from 
the decision sustaining the demurrer, not in continu¬ 
ing the suit to the taking of testimony as if the demur¬ 
rer had been overruled. 

To send this case back to the examiner of interfer¬ 
ences to bring it up through three more decisions on 
the same question, two of which must be rendered by 

40700—12-2 
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tribunals which have already passed upon it, would 
be a most peculiar procedure and, it is believed, 
directly contrary to the holding of this court in the 
Newcomb Motor case (30 App. D. C., 464, 133 O. G., 
1680). Yet this is the proceeding which appellants 
contend would greatly simplify office practice in 
interferences. 

In the Newcomb Motor case this court held that 

the commissioner was without authoritv to order an 

%/ 

inter partes readjudication of a party’s right to make 
the claims in issue. The examiner had held on a 
motion to dissolve that Thompson and Lemp had no 
right to make the claims. Without prosecuting their 
inter partes appeal from this decision they tried to 
take their cases up ex parte on this question. The 
commissioner set aside the ex parte proceedings, but 
sent the case back for reconsideration inter partes be¬ 
fore the primary examiner. This the court said he 
had no authority to do, holding that Thompson’s and 
Lemp’s right to make the claims had become res 
ad judicata by virtue of the first holding of the primary 
examiner unappealed from. 

Again, in the case of Gold v. Gold (34 App. D. C., 
299, 150 O. G., 570), this court, speaking of a judg¬ 
ment that one of the parties had no right to make the 
claims, said: 

The effect of the decision is to establish his 
[the opponent’s] right of property in the in¬ 
vention and he is entitled to the benefit with¬ 
out further impeachment of that right by his 
adversary in renewed litigation in the Patent 
Office. 
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As to need of testimony . 

But appellants urge that it is necessary to take 
testimony in this case and that if this is done, the 
second set of decisions on this question will he upon 
a different record. 

In the first place, if a question is res ad judicata, it 
may not he relitigated even upon a different record. 
(Blackford v. Wilder, 28 App. D. C., 535, 127 O. G., 
1253.) 

But, more to the point, the question of appellants’ 
right to make the claims can not be affected or en¬ 
lightened hy any testimony they might take. The 
question is simply this: Do they disclose (in the 
supposed parent case) a plurality of rotary printing 
rolls arranged end to end and longitudinally of the 
frame of the printing press. If there were any un¬ 
certainty as to the meaning of the counts they would, 
in accordance with the familiar rule of construction, 
be interpreted in the light of the Bechman specifica¬ 
tion, since they were first made in that case (Engel v. 
Sinclair, 34 App. D. C., 212, 152 O. G., 489; Sobey v. 
Holsclaw, 28 App. D. C., 65, 126 O. G., 3041; Bourn 
v. Hill, 27 App. D. C., 291, 123 O. G., 1284). Except 
where there is necessity for such construction a 
count— 

should he given the broadest interpretation 
which it will support and we should not strive 
to import limitations from the specification to 
meet the exigencies of the particular situation 
in which a claim may stand at a given time. 
(Miel v. Young, 29 App. D. C., 481, 128 O. G., 
2532.) 
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The scope of a claim should not be restricted 
beyond the fair and ordinary meaning of the 
words. (Andrews v. Nilson , 27 App. D. C., 
471, 123 O. G., 1667.) 

The office has the claims before it, the specification 
in which they were first made, and the disclosure of 
Scott. This is all the evidence it needs or could use 
to decide whether the Scott disclosure will support 
the claims. The only words that need interpretation 
are “end to end” and “longitudinally of the frame.” 
Obviously, no testimony could help here. As was 
said by this court in a case where the question was 
whether a certain latch was a positive lock: 

As we view it, this is not a question of 
angles so much as it is one of ideas. In other 
words, did appellant’s specification and draw¬ 
ings disclose the inventive thought. (Gold v. 
Gold, 34 App. D. C., 152, 152 O. G., 731.) 

The case just referred to is the only authority cited 
by appellants to show that they should be permitted 
to take testimony on the question of their right to 
make the claims. It does not support the proposi¬ 
tion. The quotation from it in appellants’ brief is 
a quotation from a decision of the examiners in chief. 
It was given by the court merely as a part of the 
history of the case and not “quoted with approval,” 
as stated in the brief. Furthermore, if approved, it 
does not state that testimony should be taken or 
would be useful, and the part of the decision herein¬ 
above quoted shows that the court took the opposite 


view. 
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Furthermore, this court specifically discussed the 
taking of testimony in cases of this very nature in a 
decision rendered in Cosper v. Gold and Gold (36 App. 
D. C., 302, 168 O. G., 757). It was there said: 

It is unfortunate that when the award of 
priority rests solely, from first to last, on the 
preliminary decision against the right of a 
party to make the claims, the reversal of that 
decision may not, in the majority of instances, 
put an end to the litigation. 

The difficulty of the situation arises out of 
the change of the practice resulting from a 
decision in Podlesak v. Mclnnemey, and can¬ 
not be avoided. It is one that constantly 
arises in proceedings at law and in equity as 
pointed out in Lindmark v. De Ferranti , supra. 

When the decision is against the right of the 
party to make the claims and the award of 
priority to the opponent is on that ground 
alone, the whole case is brought up on appeal 
to the commissioner. If the decision is held 
erroneous, and the right to priority is not 
determinable on the record made by the 
preliminary statement of the other party, 
the case goes back for the taking of the neces¬ 
sary testimony on the issue of fact. 

This would seem to be conclusive against appel¬ 
lants’ contention that they should be permitted to 
take testimony before the question of their right to 
make the claims is determined. 

No exclusive jurisdiction in examiner of interferences. 

But it is further suggested by appellants that the 
examiner of interferences is the only one before whom 


14 


priority can be determined in the first instance, and 
that, therefore, the case should be set down before 
him, notwithstanding the three decisions rendered by 
the primary examiner, the examiners in chief, and 
the commissioner. No authority is cited for this 
proposition. It is true that the law provides as an 
assistant to the commissioner “ one examiner in 
charge of interferences,” but the law upon the question 
of interferences applicable to the case is found in 
section 4904 of the Revised Statutes, which provides 
that when the commissioner is of the opinion that an 
interference exists he shall give notice thereof to the 
parties and shall direct the “'primary examiner ” to 
proceed to determine the question of priority. The 
appellants suggest that he is called the “ primary 
examiner” because he has primary charge of inter¬ 
ferences, but section 4909 of the Revised Statutes, 
providing for appeals in ex parte and in inter partes 
cases, distinguishes between the “ primary examiner” 
and the “examiner in charge of interferences,” clearly 
indicating the principal examiners as the “primary 
examiners.” It is not intended to argue that the 
examiner of interferences is not also a primary exam¬ 
iner to whom interferences are properly referred under 
section 4904, but merely to point out that there is 
nothing in the law which renders illegal a decision of 
the primary examiner upon the question of priority 
if it be found by your honors that the effect of his deci¬ 
sion in this case w T as to award priority rather than to 
dissolve interferences. 
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PETITION IS FOR MANDAMUS. 

Thus far the petition has been treated as if it were 
before your honors upon a statutory appeal or for 
review under a supervisory authority over the 
practice in the office. It is to be remembered, how¬ 
ever, that this is a petition for a mandamus and that 
in order to justify an issuance of this extraordinary 
writ it must appear that the appellants have a clear 
unequivocal legal right to the performance of the thing 
asked for, that it is not a matter resting within the 
discretion of the commissioner and that appellants 
are without other adequate remedies. 

NO LEGAL RIGHT SHOWN. 

The Supreme Court of the United States in Ex parte 
Cutting (94 U. S., 14-20) said: 

The office of a mandamus is to compel the 
performance of a plain and positive duty. 
It is issued upon the application of one who 
has a clear right to demand such a performance 
and who has no other adequate remedy. 

And again in International Co. v. Lament (155 
U. S., 303-308): 

Moreover, the obligation must be both per¬ 
emptory and plainly defined. The law must 
not only authorize the act (Commonwealth v. 
Boutwell , 13 Wall., 526), but it must require 
the act to be done. “A mandamus will not 
lie against the Secretary of the Treasury 
unless the laws require him to do what he is 
asked in the petition to be made to do” 
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(Reeside v. Walker, 11 How., 272; see also 
Secretary v. McCarrahan , 9 Wall., 298); and 
the duty must be “ clear and indisputable.” 

In the present case it will be clear from what has 
already been said that appellants have wholly failed 
to establish a clear legal right to the hearing before 
the examiner of interferences which they seek. They 
have failed to point your honors to any law, rule of 
practice, or decision which makes it the “ plain and 
positive” duty of the commissioner to order such a 
hearing. 

The statutes are entirely silent as to final hearings 
in interferences and as to w r hen testimony shall or 
shall not be taken. The rules of the Patent Office 
likewise fail to specify that these steps shall be taken 
under any given conditions. They merely proceed 
upon the assumption that testimony will be taken and 
final hearings be had w r hen conditions require that 
priority of invention be decided and w r hen such steps 
are necessary to the determination of that question. 

The petition for mandamus states (paragraph XI) 
that “rules 130 and 118 and other rules” made it 
the duty of the office, after the dissolution of the 
interference, to set the final hearing and the times for 
taking testimony. Rule 130 does not say when a 
final hearing should be set; much less does it say that 
one should be set after an interference has been dis¬ 
solved and terminated, as in this case, or after priority 
has been decided by three tribunals of the office, if 
your honors take that view r of the case. It is obvious 
that its purpose is merely to give a party the right to 
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argue, under certain circumstances, the unpatent¬ 
ability of the issue to his opponent at final hearing 
before the examiner of interferences should the case 
proceed that far. It reads as follows: 

130. Where the patentability of a claim to 
an opponent is material to the right of a party 
to a patent, said party may urge the non¬ 
patentability of the claim to his opponent at 
final hearing before the examiner of interfer¬ 
ences as a basis for the decision upon priority 
of invention and upon appeals from such 
decision. A party shall not be entitled to 
take such step, however, unless he has duly 
presented and prosecuted a motion under 
rule 122 for dissolution upon the ground in 
question, or shows good reason why such a 
motion was not presented and prosecuted. 

The rule was first promulgated in July, 1906, and 
was made in pursuance of the holding of this court 
that the right of a party to make the claims was an¬ 
cillary to the question of priority and not alone a 
question of patentability, as it had previously been 
considered. (Podlesak and Podlesak v. Mclnner - 
ney , 26 App. D. C., 399; 120 O. G., 2127.) 

It may here be noted that relators have not, in 
any event, gained any rights under rule 130, since 
they are not urging the unpatentability of the issue 
to their opponents nor have they presented any 
motion to dissolve on that ground or explained 
their failure to bring it, which is a condition preced¬ 
ent under the rule to the exercise of the privileges 
therein set forth. 
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Rule 118, referred to by relators, reads as follows: 

118. Times will be assigned in which the 
junior applicant shall complete his testimony 
in chief, and in which the other party shall 
complete the testimony on his side, and 
a further time in which the junior applicant 
may take rebutting testimony; but he shall 
take no other testimony. If there be more 
than two parties to the interference, the 
times for taking testimony will be so arranged 
that each shall have an opportunity to prove 
his case against prior applicants and to 
rebut their evidence, and also to meet the 
evidence of junior applicants. 

This rule obviously does not attempt to specify 

under what circumstances testimonv will or will not 

* 

be taken. It certainly does not specify that it 
shall be taken after an interference has been dis¬ 
solved, or after it has been disposed of on its merits. 
It merely refers to the order of taking testimony when 
testimony is to be taken. 

There is no ground whatever for the assumption, 
apparently indulged by appellants that these rules 
must be made, at all hazards, to apply to every inter¬ 
ference declared. In fact, such an assumption is 
whollv inconsistent with the fact that these rules 
coexist with others which provide for the disposition 
of interferences otherwise than by testimony and 
final hearing before the examiner of interferences. 
Among such rules may be mentioned rules 114, 122, 
and 125, which read as follows: 

114. If the junior party to an interference, 
or if any party thereto other than the senior 
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party, fails to file a statement, or if his state¬ 
ment fails to overcome the prima facie case 
made by the respective dates of application, 
such party will be notified by the examiner of 
interferences that judgment upon the record 
will be rendered against him at the expiration 
of thirty days, unless cause is shown why such 
action should not be taken. Within this 
period any of the motions permitted by the 
rules may be brought. Motions brought after 
judgment on the record has been rendered 
will not be entertained unless sufficient reasons 
appear for the delay. 

122. Motions to dissolve an interference (1) 
upon the ground that there has been such 
informality in declaring the same as will pre¬ 
clude a proper determination of the question 
of priority of invention, or (2) which deny the 
patentability of an applicant’s claim, or (3) 
which deny his right to make the claim, or (4) 
which allege that counts of the issue have 
different meanings in the cases of different 
parties should contain a full statement of the 
grounds relied upon, and should, if possible, 
be made not later than the thirtieth day 
after the statements of the parties have been 
received and approved. Such motions, and 
all motions of a similar character, should be 
accompanied by a motion to transmit the 
same to the primary examiner, and such mo¬ 
tion to transmit should be noticed for hearing 
upon a day certain before the examiner of 
interferences. When in proper form, the mo¬ 
tion presented will be transmitted by the 
examiner of interferences, with the files and 
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papers, to the proper primary examiner for 
his determination, who will thereupon fix a 
day certain when the said motion will be 
heard before him upon the merits, and give 
notice thereof to all the parties. If a stay 
of proceedings be desired, a motion therefor 
should accompany the motion for transmis¬ 
sion. 

When the motion has been decided by the 
primary examiner, the files and papers, with 
his decision, will be sent at once to the docket 
clerk. 

Motions to shift the burden of proof should 
be made before, and will be determined by, the 
examiner of interferences. No appeal from 
the decision on such motions will be enter¬ 
tained, but the matter may be reviewed on 
appeal from the final decision upon the ques¬ 
tion of priority of invention. 

125. After the interference is finally de¬ 
clared, it will not, except as herein otherwise 
]yrovided f be determined without judgment of 
priority founded either upon the testimony, 
or upon a written concession of priority by 
one of the parties, signed by the inventor 
himself (and by the assignee, if any), or upon 
a written declaration of abandonment of the 
invention. [Italics mine.] 

The last of these is the only rule other than 130 and 
118 to which relators make reference in their peti¬ 
tion. It in itself show's that interferences may at 
times be properly disposed of otherwise than by a 
judgment of priority or a consideration of testimony. 

The interference here in question was disposed of 
in accordance with rules 122 and 124. 
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It will be clear, I believe, without further comment, 
that the appellants have failed to establish any such 
clear legal right to relief in the manner and form 
asked, as it is the function of mandamus to enforce. 

DISCRETION OF COMMISSIONER INVOLVED. 

In the case of Carrick v. Lamar (116 U. S., 423- 
426) the Supreme Court of the United States said: 

It is settled by many decisions of this court 
that in matters which require judgment and 
consideration to be exercised by an executive 
officer of the Government or which are de¬ 
pendent upon his discretion no rule for a 
mandamus to control his action will issue. 
It is only for ministerial acts, in the perform¬ 
ance of which no exercise of judgment or dis¬ 
cretion is required, that the rule will be 
granted. ( Decatur v. Paulding , 14 Pet., 497, 
499; United States v. Guthrie , 17 How., 284; 
United States v. The Commissioner , 5 Wall., 
563; Litchfield v. Register and Receiver , 9 Wall., 
575, 577.) 

Section 4904 of the Revised Statutes, which is the 
only one relating either to the institution or termi¬ 
nation of interference proceedings, makes the insti¬ 
tution of an interference depend upon “the opinion 
of the commissioner.” It is a proceeding which is 
not and can not be instituted by the parties thereto 
and in this it differs radically from ordinary suits. 
The section reads as follows: 

Sec. 4904. Whenever an application is made 
for a patent which, in the opinion of the com¬ 
missioner, would interfere with any pending 
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application of with any unexpired patent, he 
shall give notice thereof to the applicants, or 
applicant and patentee, as the case may be, 
and shall direct the primary examiner to pro¬ 
ceed to determine the question of priority of 
invention. And the commissioner may issue 
a patent to the party who is adjudged the 
prior inventor, unless the adverse party appeals 
from the decision of the primary examiner, 
or of the board of examiners in chief, as the 
case may be, within such time, not less than 
twenty days, as the commissioner shall pre¬ 
scribe. 

It is not intended to argue that this court could not 
by mandamus properly compel the commissioner to 
set an interference for hearing if it were admitted 
that, in his opinion, an interference existed and he had 
refused to decide priority therein. But that is not 
this case. Here, in the opinion of the commissioner, 
no interference does exist, and it is submitted that 
the statute which commits the institution of the pro¬ 
ceeding to his discretion also leaves it within his dis¬ 
cretion to dissolve it if he discovers a fact which would 
have prevented the declaration of the interference, 
had it been recognized in time. Such a fact is the 
insufficiency of one party’s disclosure to support the 
claims in issue, which was called to his attention in 
this instance by a motion to dissolve. 

In this view of the case, therefore, the petition for 
mandamus virtually asks that the commissioner be 
compelled to reinstate an interference which he has 
terminated because he believes none exists in fact. 
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This is clearly a matter committed to his discretion 
by the statutes. 

Should your Honors, however, take the view that 
the interference is not in fact dissolved because the 
decisions purporting to have this effect were in fact 
decisions on priority, then also the petition seeks to 
control by mandamus a matter committed to the dis¬ 
cretion of the commissioner, namely, the manner of 
determining the question of priority within the office. 
The rules (122 and 124) provide for determining the 
right of a party to make the claims, in the manner in 
which it was determined in this case and these rules 
were made by the commissioner under the authority 
conferred by section 483 of the Revised Statutes. If 
the determination of this question decided priority, 
still the rules are not inconsistent with the law, for 
section 4904, Rev. Stats., commits the question of 
priority to the “primary examiner” and a primary 
examiner passed upon the question in the first in¬ 
stance. 

In this view of the case the commissioner has exer¬ 
cised his discretion and determined the question of 
priority in accordance with a well established pro¬ 
cedure. He should not be compelled by mandamus 
to decide it by a different course of procedure, and 
one not required by law. 

OTHER REMEDIES. 

Appellants have suggested in their brief that there 
is no means other than mandamus for securing the 
desired hearing before the examiner of interferences. 
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Assuming, without admitting, that this is true, the 
relief which they really seek is a determination of 
priority, unless indeed they are merely seeking to 
harass their opponent Bechman, who is a patentee. 
Under the present status of the interference they 
could very speedily have had this question deter¬ 
mined by an appeal to this court under a modified 
judgment of the commissioner, as hereinabove sug¬ 
gested, and under the practice recognized by this 
court in the case of Cosper v. Gold and Gold (36 App. 
D. C., 302, 168 O. G., 787). 

It has been suggested in the respondents’ answer 
that appellants might also renew their demand for a 
patent ex parte , and if it were hereafter determined 
that the claims in issue were allowable to them, the 
interference would be reinstated. Whether this 
remedy is open to them or not would, it is believed, 
depend largely upon the view this court takes of the 
effect of the decisions of the office purporting to dis¬ 
solve the interference. If they in fact dissolved it, 
it is believed this remedy also is available. If priority 
was in fact decided, it is probable that, under the 
Newcomb Motor case, supra , they could not pursue 
this course, although they took all the appeals pro¬ 
vided for in the rules on the question of dissolution, 
which w T as not done in that case. 

CONCLUSION. 

In conclusion it is submitted: 

1. That the interference which appellants want set 
for final hearing is either dissolved and out of exist- 
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ence or has been determined against them on its 
merits in the same way that a case is disposed of by a 
sustained demurrer, and that in either event the 
taking of testimony and final hearing before the 
examiner of interferences would, on its face, be 
improper. 

2. That appellants have not shown any right what¬ 
ever to the action sought, and certainly not the clear 
unequivocal right which it is the function of manda¬ 
mus to enforce. 

3. That the institution and dissolution of inter¬ 
ferences as well as the manner of determining priority 
are committed by statute to the discretion of the 
commissioner, and that the appellants are therefore 
seeking to control the discretion of an office by 
mandamus. 

4. That appellants*have other adequate remedy, as 
hereinabove set forth. 

A few of the authorities on the limitation of the 
writ of mandamus are appended for the convenience 
of the court, should it be desired to refer to them. 

William R. Ballard, 

Counsel for Respondents . 


April 24, 1912. 





APPENDIX. 


THAT MANDAMUS WILL NOT LEE EXCEPT TO ENFORCE 
A CLEAR LEGAL RIGHT OF THE PETITIONERS. 

By the Supreme Court of the United States in 
Ex parte Cutting (94 U. S., 14-20): 

The office of a mandamus is to compel the 
performance of a plain and positive duty. 
It is issued upon the application of one who 
has a clear right to demand such a performance 
and who has no other adequate remedy. 

The same court in Bayard v. U. S. ex rel. White 
(127 U. S., 246), said: 

The writ of mandamus is a remedy to com¬ 
pel the performance of a duty required by law, 
where the party seeking relief has no other 
legal remedy and the duty sought to be en¬ 
forced is clear and indisputable. ( Knox County 
v. Aspinwall , 24 Howard, 377-383.) Both 
requisites must concur in every case. 

And again in International Co. v. Lamont (155 
U. S., 303-308): 

Moreover, the obligation must be both per¬ 
emptory and plainly defined. The law must 
not only authorize the act ( Commonwealth v. 
Boutwell , 13 Wall., 526), but it must require 
the act to be done. “A mandamus will not 
lie against the Secretary of the Treasury 
unless the laws require him to do what he is 
asked in the petition to be made to do” 
(Reeside v. Walker , 11 How., 272; see also 
Secretary v. McCarrahan , 9 Wall., 298); and 
the duty must be “ clear and indisputable.” 

To the same effect is the decision of the Court of 
Appeals of the District of Columbia in the case of 
U. S. ex rel. Edwards v. Root (22 App. D. C., 414). 

( 27 ) 
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Merrill on Mandamus, page 64: 

This writ will not lie unless the act desired 
is of absolute obligation on the part of the 
person sought to be coerced. The relator 
must show not only a clear legal right to have 
the thing done, but also by the person sought 
to be coerced, in the manner sought, and that 
he still has it in his power to perform the duty 
required. The action sought must not only 
be in the respondent's power to do, but it must 
be his duty to do it. The act must be clearly 
prescribed and enjoined by law. The duty 
must be plain and positive. 

High’s Extraordinary Legal Remedies (third edi¬ 
tion), page 12: 

The writ of mandamus being justly regarded 
as one of the highest writs known to our sys¬ 
tem of jurisprudence, it issues only where 
there is a clear and specific legal right to be 
enforced or a duty which ought to be and can 
be performed and where there is no other 
specific and adequate legal remedy. The 
right which it is sought to protect must there¬ 
fore be clearly established, and the writ is 
never granted in doubtful cases. And the 
person seeking the relief must show a clear 
legal right to have the thing sought by it 
done, and done in the manner and by the 
person sought to be coerced. 

THAT MANDAMUS WILL NOT LIE TO CONTROL THE 
DISCRETION OF AN OFFICER. 

The Supreme Court of the United States, in Decatur 
v. Paulding (14 Peters, 497-515), after stating that 
there was no appeal from the Secretary of the Navy, 
said: 

Nor can it by mandamus act directly upon 
the officer and guide and control his judgment 
or discretion in the matters committed to his 
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care in the ordinary discharge of his official 
duty. 

And again in Carrick v. Lamar (116 U. S., 423-426): 

It is settled by many decisions of this court 
that in matters which require judgment and 
consideration to be exercised by an executive 
officer of the Government or which are de¬ 
pendent upon his discretion no rule for a 
mandamus to control his action will issue. 
It is only for ministerial acts, in the perform¬ 
ance of which no exercise of judgment or dis¬ 
cretion is required, that the rule will be 
granted. ( Decatur v. Paulding , 14 Pet., 497, 
499; United States v. Guthrie , 17 How., 284; 
United States v. The Commissioner , 5 Wall., 
563; Litchfield v. Register and Receiver , 9 Wall., 
575, 577.) 

In Riverside Oil Co. v. Hitchcock (190 U. S., 316- 
324), also by the Supreme Court of the United States: 

Neither an injunction nor mandamus will 
lie against an officer of the Land Department 
to control him in discharging an official duty 
which requires the exercise of his judgment 
and discretion. ( Marquez v. Frisbie , 101 U. S., 
473; Gaines v. Thompson , 7 Wall., 347; United 
States v. Blacky 128 U. S., 40; United States v. 
Windom, 137 U. S., 636.) 

By the Court of Appeals of the District of Columbia 
in Lochren v. Long (6 App. D. C., 486-504): 

If there is one question that ought to be 
regarded as settled, it is that the courts of the 
United States will not undertake, through the 
process of mandamus, to control the exercise 
of discretion by an executive officer of the 
Government in the performance of the duties 
entrusted to him. 

“To the judiciary department is entrusted 
generally the interpretation of the laws, the 
determination of rights, and the application of 
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remedies, and with the strong sense of their 
duties and obligations in this regard it is some¬ 
times difficult for the courts to properly ap¬ 
preciate the fact that the executive depart¬ 
ment is charged with perfectly independent 
duties, not alone by the supreme law but also 
by legislation thereunder, which require the 
ascertainment of facts, involve the interpreta¬ 
tion of laws, and in many respects call for the 
exercise of judgment and discretion by officers 
who are not required to be lawyers. And this 
independence is so complete that no matter 
how gross an error may be committed or how¬ 
ever ill advised the action of an executive 
officer may be in the execution of these duties, 
the courts are nevertheless powerless to inter¬ 
fere where no appeal to them is given. Public 
and private interests may suffer in instances, 
and rights may sometimes be denied; but these 
alone do not authorize the interference of the 
courts with the duties of executive officers. 
Greater evils could not exist under our system 
of government than would follow T the usurpa¬ 
tion by the judiciary of powers not entrusted 
to them.” (Seymour v. South Carolina , 2 App. 
D. C., 240, 245.) 

Merrill on Mandamus, page 35: 

When the duty is not mandatory, but the 
officer or body is allowed a discretion as to 
when the ministerial act shall be performed, or 
whether it shall be performed at all, such per¬ 
formance will not be enforced by the writ of 
mandamus. 

High on Extraordinary Legal Remedies, page 31: 

But the most important principle to be ob¬ 
served in the exercise of the jurisdiction by 
mandamus, and one which lies at the very 
foundation of the entire system of rules and 
principles regulating the use of this extraor¬ 
dinary remedy, is that which fixes the dis- 
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tinction between duties of a peremptory or 
mandatory nature, and those which are discre¬ 
tionary in their character, invoking the exercise 
of some degree of judgment on the part of the 
officer or body against whom the mandamus 
is sought. This distinction may be said to be 
the key to the extended system of rules and 
precedents forming the law of mandamus, and 
few cases of applications for this extraordinary 
remedy occur which are not subjected to the 
test of this rule. Stated in general terms, the 
principle is that mandamus will lie to compel 
the performance of duties purely ministerial in 
their nature, and so clear and specific that no 
element of discretion is left in their perform¬ 
ance, but that as to all acts or duties necessarily 
calling for the exercise of judgment and discre¬ 
tion on the part of the officer or body at whose 
hands their performance is required, mandamus 
will not lie. 

THAT MANDAMUS WILL NOT LIE WHEN THE PETITIONER 
HAS OTHER ADEQUATE REMEDY. 

See ex parte Cutting and Bayard v. U. S. ex rel. 
White , both quoted above. 

By the Supreme Court of the United States in 
Reeside v. Walker (11 Howard, 272-291): 

The existence of this other and ordinary 
mode of redress, by resort to Congress, may 
be another reason against a mandamus, as 
that lies only when no other adequate remedy 
exists. ( Marbury v. Madison , 1 Cranch, 

62-137; Kendall v. U. S ., 12 Peters, 525.) 

By the same court in Kendall v. Stokes et aL (3 
Howard, 87-100), speaking of mandamus: 

It is now regarded as an action by the party 
on whose relation it is granted, but subject 
still to this restriction, that it can not be 
granted to a party where the law affords him 
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any other adequate means of redress. When¬ 
ever, therefore, a mandamus is applied for, it 
is upon the ground that he can not obtain 
redress in any other form of proceeding. 

Merrill on mandamus, page 55: 

This writ is issued as a dernier resort and ex 
debito justitiae. Only in case all other reme¬ 
dies fail can this writ be appealed to, and it is 
then issued to prevent a failure of justice. 

High on Extraordinary Legal Remedies, page 21: 

It follows, therefore, from the principles 
already established, as well as from the very 
nature and purpose of the remedy itself, that 
the writ never lies when the party aggrieved 
has another adequate remedy at law, by action 
or otherwise, through which he may attain 
the same result which he seeks by mandamus. 
This principle is of the highest importance in 
all cases where it is necessary to determine 
upon the propriety of interference by manda¬ 
mus, and the rule will be found to be firmly 
established as one of the fundamental prin¬ 
ciples underlying the entire jurisdiction, that 
the existence of another specific, legal remedy, 
fully adequate to afford redress to the party 
aggrieved, presents a complete bar to relief by 
the extraordinary aid of a mandamus. The 
rule has been recognized from the earliest 
times, and it has been applied throughout the 
entire growth and development of the law of 
mandamus. Indeed, it results from the very 
nature and origin of the writ, which was intro¬ 
duced to supplement the existing jurisdiction 
of the courts and to afford relief in extraor¬ 
dinary cases where the law presented no 
adequate remedy. 


O 
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In the Court of Appeals of the 
District of Columbia 


The United States op America ex re¬ 
latione Isabella Scott and David J. 
Scott, Executors of Walter Scott, 
Deceased, Appellants 

vs. 

Edward B. Moore, Commissioner of 
Patents, and Frederick A. Ten¬ 
nant, Assistant Commissioner of 
Patents, Appellees . 


At Law 
No. 2396 


No. 10, Special Calendar. 


Appeal from the Supreme Court of the District of 

Columbia. 


BRIEF OF ARTHUR E. DOWELL 

Amicus Curias. 


May it Please the Court: 

An inspection of the records shows that the object 
of Scott and Scott's appeal is to obtain a Writ of Man¬ 
damus ordering the Commissioner of Patents to set a 
date for final hearing and times for taking testimony 
on the question of priority in a dissolved interference 
proceeding, entitled Bechman vs. Scott and Scott, No. 
31,654—Subject, Printing Presses. 
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The said interference was between the applicants, 
Scott and Scott, and a patentee, Bechman. 

Bechman filed his application July 26,1905, and a 
patent was issued thereon March 6,1906, No. 814,510. 

Scott and Scott as executors of the Estate of Wal¬ 
ter Scott, deceased, filed an application May 24,1909, 
Se. No. 498,083, showing, describing and claiming cer¬ 
tain features of the Bechman patent. 

Scott and Scott could not be granted a patent on 
their application because it was filed more than two 
years after the publication of the Bechman patent, 
which therefore was a statutory bar to the grant of a 
patent to Scott and Scott on such application. 

To avoid this statutory bar Scott and Scott alleged 
that their application, Se. No. 498,083, was a division 
of an application filed by Walter Scott on the 15th day 
of December, 1904, Se. No. 236,933. 

An interference, No. 31,654, was then declared be¬ 
tween Bechman’s patent, No. 814,510, and the said 
application of Scott and Scott, Se. No. 498,083, as an 
alleged division of the prior application of Walter 
Scott, Se. No. 236,933. 

Thereupon Bechman, in accordance with Patent Of¬ 
fice Rule 122, moved to dissolve the interference on 
the ground inter alia that Scott and Scott’s applica¬ 
tion, No. 498,083, was not a division of Scott’s applica¬ 
tion No. 236,933. 

This motion was successively heard and sustained 
by the Principal Examiner; by the Board of Exami- 
ners-in-Chief, on appeal from the Examiner, and by 
the Commissioner on appeal from the Board. Scott’s 
limit of appeal from the Commissioner’s decision ex¬ 
pired August 29th, 1911. 

Instead of appealing Scott filed an extraordinary 



motion before the Examiner of Interferences to set 
dates for final hearing and taking of testimony in the 
interference which the Commissioner had just dis¬ 
solved. The Examiner of Interferences dismissed the 
motion. 

Scott then appealed to the Commissioner from the 
action of the Examiner of Interferences, dismissing 
such motion; and the Commissioner dismissed such 
appeal. 

Scott then applied to the Supreme Court D. C. for a 
Writ of Mandamus compelling the Commissioner to 
direct the Examiner of Interferences to set a date for 
final hearing in said interference and fix dates for 
taking testimony therein. This Writ was denied by 
the Court. 

From such denial the present appeal was filed. 

THE COMMISSIONER’S DECISIONS. 

In his decision dissolving the interference (see Ex¬ 
hibit A filed with Answer) the Commissioner said: 

‘ ‘This is an appeal from a decision of the examiners- 
in-chief affirming the decision of the primary examiner 
dissolving the interference on the ground that Scott and 
Scott have no right to make the claims in issue and that 
the counts have different meanings when applied to the 
structures shown in the applications here involved. 

Scott and Scott, executors of the estate of Walter 
Scott, deceased, are involved in this interference upon 
an application No. 498,083, filed May 24, 1909, which is 
alleged to be a division of an earlier application No. 
236,933, filed December 15,1904. The substantial ques¬ 
tion now raised is whether the claims in issue can prop¬ 
erly be read upon this earlier application. While this 
would ordinarily be a question relating merely to the 
burden of proof, it goes in this instance to the very foun¬ 
dation of the interference , for unless the claims can 
properly be predicated on the structure shown in the 
earlier application, the later one will be of no value in 
this proceeding since it was filed more than three years 
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after the grant of the patent to Bechman here involved, 
which was issued March 6, 1906/ ’ * ♦ * 

“* * * The patentability of the idea involved in 

the present issue is a question not now before me. What¬ 
ever Scott may think of the merits of these limitations 
it appears that they express the very point of the inven¬ 
tion covered by the counts, and that they cannot properly 
be predicated upon Scott's earlier case. The allowance 
of the claims in the second application being barred by 
the Bechman patent, as above noted, the interference 
was properly dissolved.” (My italics.) 

In his decision dismissing Scott and Scotty appeal 
from the motion dismissed by the Examiner of Inter¬ 
ferences the Commissioner says: 

“The record shows that after the declaration of this 
interference a motion was filed by Bechman to dissolve 
the interference on the ground inter alia that the earlier 
application of Scott ana Scott , of which the application 
specifically involved herein was regarded as a division, 
did not disclose the issue , and that the latter application 
was filed more than two years after the grant of the 
Bechman patent. This motion was granted by the 
examiner and his decision was affirmed on appeal by the 
examiners-in-chief and by the Commissioner. 

‘ ‘It is contended in behalf of Scott and Scott that, 
notwithstanding the decision on the motion for dissolu¬ 
tion, they have the right to contest the interference 
under the provisions of Rule 130, in view of the practice 
set forth by the Court of Appeals of the District of 
Columbia in Cosper v. Gold and Gold, 151 0. G., 194, 
34 App. D. C. 194, and 168 0. G., 787. 

‘ ‘It is pointed out that in the present case the Com¬ 
missioner made no award of priority, and that if Scott 
and Scott have a right to make the claims, the question 
of priority cannot be determined without taking testi¬ 
mony, and it is therefore urged that the only procedure 
that can be had is by setting the case for hearing under 
Rule 130. It is also urged that in order to avoid piece¬ 
meal action the right should be given to present testi¬ 
mony at that hearing. 

“This contention is believed to be without force. The 
question which was presented upon the motion for disso - 
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lution involved the right of Scott and Scott to make in 
the earlier application the claims in issue y and this was 
decided adversely to them. This ruling was in effect a 
decision upon the question of priority adverse to Scott and 
Scott , and had they desired to appeal from this holding 
to the Court of Appeals of the District of Columbia, it 
would have been proper for them to present a motion 
that formal judgment of priority be entered, as was 
done in the case of Cosper v. Gold and Gold, 168 0. G., 
787. 

* ‘No such motion has been presented and there appears 
to be no sufficient reason for considering the present 
motion that the case be set down for hearing under Rule 
130 as a motion for judgment. The interference stands 
dissolved . (My italics.) 

THE LAW CONTROLLING THE COMMIS¬ 
SIONER'S DECISION. 

Section 4886 of the Revised Statutes provides: 

“Sec. 4886. Any person who has invented or dis¬ 
covered any new and useful art, machine, manufacture, 
or composition of matter, or any new and useful im¬ 
provements thereof, not known or used by others in this 
country, bfore his invention or discovery thereof and 
not patented or described in any printed publication in 
this or any foreign country, before his invention or dis¬ 
covery thereof, or more than two years prior to his 
application , and not in public use or on sale in this coun¬ 
try for more than two years prior to his application, 
unless the same is proved to have been abandoned, may, 
upon payment of the fees required by law, and other 
due proceeding had, obtain a patent therefor." 

The words in italics were inserted by Amendatory 
Act of March 3,1897. 

In accordance with this Statute Rule 75 of the Pat¬ 
ent Office provides: 

“Rule 75. When an original or reissue application is 
rejected • * * the applicant * * * shall also 

make oath that he does not know and does not believe 
that the invention has been in public use or on sale in 
this country, or patented or described in a printed pub- 
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lication in this or any foreign country for more than 
two years prior to his application, and that he has never 
abandoned the invention, then the patent or publication 
cited unU not bar the grant of a patent to the applicant, 
unless the date of such patent or vrinted publication is 
more than two years prior to the date on which applica¬ 
tion was filed in this country . ” (My italics.) 

Rule 94 of the Patent Office provides: 

“Sec. 9. “An interference will not be declared 
between an original application filed subsequently to 
December 31, 1897, and a patent issued more than two 
years prior to the date of filing such application or an 
application for a reissue of such a patent.” 

It would be malfeasance on the part of the Com¬ 
missioner to knowingly institute or continue an inter¬ 
ference between a patent and an application filed 
more than two years subsequent to grant of such 
patent (Sec. 4886 R. S. Rules 46 and 75); and it was 
his duty to dissolve the alleged interference when the 
true state of facts was disclosed and that is what the 
Commissioner has done. 

The only legal basis upon which Scott and Scott 
could assert any right to an interference with Bech- 
man, would be an application, disclosing the invention, 
filed prior to the grant of Bechman’s patent, or within 
two years from the issuance thereof. They have no 
such application. 

The old Scott application upon which they relied 
was found by the Examiner, the Examiners-in-Chief, 
and the Commissioner, not to disclose the invention. 
That being a fact the interference ought not to have 
been declared, and when the fact was shown to the 
Commissioner it became his duty to dissolve the inter¬ 
ference. 

Scott and Scott's application was filed May 24th, 
1909, more than three years subsequent to the issu- 
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ance of Bechman’s patent No. 814,510, March 6,1906; 
and therefore Scott and Scott could in no event be 
granted a patent on such application. 

FALLACY OF APPELLANTS’ ARGUMENT. 

In my opinion the entire argument of the appel¬ 
lants is based upon the fallacious assumption that an 
interference once declared cannot be determined 
except by a decision of the Examiner of Interferences 
on the question of “priority.” They say “the sole 
question raised by an interference is the question of 
priority” (page 5, apps. brief). But it is obvious that 
unless a legal ground for an interference originally 
existed, the declaration of an interference would be 
wrong. Also that the mere declaration of an inter- . 
ference does not preclude an investigation into the 
propriety of such declaration, and, if upon investiga¬ 
tion, it is found that the declaration of interference 
was erroneous—either because there is no interfer¬ 
ence in fact; or because one party cannot make the 
claims; or because one application is filed too late; or, 
if on any sufficient legal ground—the interference 
must be dissolved ab initio ; and when such ground is 
found to exist it is not only proper but it is the duty 
of the Commissioner of Patents to dissolve the inter¬ 
ference. 

I think there would be no question if an inter¬ 
ference was declared between “an electric motor and 
a bath tub” that such interference should be dissolved. 
But if the Rule 122 is as inflexible as the appellants 
argue, then in such a case the parties must neverthe¬ 
less be put to the expense of taking testimony as to 
“priority.” The relators apparently admit that in 
such a case the interference could be dissolved with¬ 
out going into the question of priority. Why should 
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they make any exception under the strict construction 
of the statute which they insist is the correct one? 

Again, if as here an interference has been declared 
between a patent and an application filed more than 
two years after the grant of the patent, should such 
interference be continued when the Statute and 
Rules expressly prohibits the grant of a patent to such 
an applicant? In such case the interference ought 
not to have been declared because the Commissioner has 
no power to issue a patent on such an application; this 
is expressly forbidden by R. S. Sec. 4886 and Rules 75 
and 94. 

I do not understand that the relators insist that in 
the present case Scott would be entitled to have the 
interference continued on his application No. 498,083 
alone, because that application was not filed until more 
than three years and two months subsequent to the 
date of issue of Bechman’s patent No. 814,510; but 
they are asking this Court to compel the Commis¬ 
sioner to continue an interference between the Bech- 
man patent and such application when the Commis¬ 
sioner knows that he cannot legally grant a patent on 
such application, regardless of the question of priority 
of invention. 

I think the appellants have carefully avoided this 
most material proposition; and it is obvious, I take it, 
that as soon as the Commissioner found that the inter¬ 
ference had been improperly declared between such 
an illegal application and the patent, it became his 
duty, under the statute, to immediately dissolve the 
interference, not only because he cannot grant Scott 
a patent on such application, but also because the 
whole proceeding would be manifestly useless as the 
Commissioner cannot recall the Bechman patent, and 
because it would be a great hardship upon the pat- 
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entee, Bechman, to have to go to the long expense of 
litigating the question of priority with Scott when the 
law specifically forbids the grant of a patent to Scott. 

I apprehend that this Court is not going to enter 
into the question whether or not Scott's earlier appli¬ 
cation discloses the invention. For the purpose of 
this appeal I understand the Court will only consider 
the record as it stands, and this shows that the Pri¬ 
mary Examiner, the Board, and the Commissioner 
have individually, and concurrently, considered this 
precise question and determined that Scott's earlier 
application does not disclose the invention; therefore 
Scott's present application derives no support what¬ 
ever from his earlier application; it is an entirely 
separate thing; and being entirely separate from the 
earlier application the statutory bar applies. 

The case of Thomas vs. Weintraub, 177 0. G., p. 772 

-Appeals D. C., page-is closely analogous 

to the present case. I quote from this Court's deci¬ 
sion in said case: (not reported) 

“February 14, and February 26, 1903, were respect¬ 
ively alleged by Thomas in his preliminary statement 
“as his dates of conception and reduction to practice. 
“These dates were found to be later than those alleged 
“by Weintraub. Thereupon Thomas, before the taking 
“of any testimony by Weintraub, moved for leave to 
“amend his preliminary statement and substitute Jan- 
“uary 21st, 1903, as his date of conception and reduction 
“to practice. Thomas contended that certain other 
“applications filed by him on the new date given dis¬ 
closed the invention, and hence that he should be 
“permitted to amend. The examiner of interferences 
“denied his motion but proceeded to examine the prior 
“applications which inspired it, reaching the conclusion 
“that they did not disclose the issue. The examiners- 
“in-chief agreed with the examiner of interferences 
“that the earlier applications did not disclose the issue. 
“The Commissioner, after an examination of these* 
“earlier applications, ruled that inasmuch as they did 
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“not disclose the invention, it was unnecessary to con¬ 
sider whether the motion to amend should have been 
‘ ‘granted by the examiner of interferences. 99 (Thomas 
v . Weintraub 177, 0. G., 772-773.) 

In that case there no testimony had been taken, and 
it was contended by Thomas that the earlier applica¬ 
tions disclosed the invention; but it was held by the 
Examiner of Interferences, the Board, and the Com¬ 
missioner, that Thomas's earlier application did not 
disclose the invention; therefore, Thomas could not be 
given the benefit of such earlier application; and there¬ 
fore, judgment of course was given in favor of Wein¬ 
traub, the senior partner. 

The terminology of the decision in that case differs 
from the terminology in the present case but the facts 
are almost identical. And if appellants contentions 
here are sound, the Commissioner in the Weintraub 
case should have ordered that the interference be con¬ 
tinued and testimony taken so that this Court could 
have had the evidence relating to priority before it in 
case (on appeal) this Court should have held that the 
Commissioner was mistaken and that Thomas's earlier 
application disclosed the invention. In the Thomas 
vs. Wientraub case had this Court reversed the Com¬ 
missioner it would have been necessary to reinstate 
the interference, and take testimony on the question 
of priority. 

As remarked by this Court in Thomas vs. Wein¬ 
traub: 

“In the present case, had the Commissioner been con¬ 
vinced that the earlier applications of Thomas really 
disclosed his invention, there was no apparent reason 
why the motion should not have been allowed. The 
Commissioner, however, proceeded to examine the 
earlier applications and reached the conclusion that they 
did not disclose the invention." (177 0. G., p. 773.) 
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And so here, the Examiner, the Board, and the Com¬ 
missioner have each carefully examined the prior 
application of Scott and each found that it does not 
disclose the invention, and having thus found the 
interference was properly, and necessarily, dissolved 
because the grant of a patent on Scott’s application 
498,083 is directly barred by the statute; and he could 
not be granted a valid patent thereupon, no matter 
what his proofs might be on the question of priority. 

It was, in my opinion, manifestly not only proper 
for the Commissioner to dissolve the interference but 
his express duty to do so, as the Commissioner has no 
authority under the law to institute an interference 
between an application upon which a patent cannot 
be granted, and a patent merely to enable the appli¬ 
cant to try out the question of alleged “priority” of 
invention. 

The Commissioner has no power to recall a patent 
once granted, and he has no power to issue a second 
patent on the same invention upon an application filed 
more than two years subsequent to the grant of the 
first patent. He has no power to declare an interfer¬ 
ence between an unpatentable application and a patent 
even on issues copied from the patent 

Interferences were not intended, and thus far have 
never been instituted, for the purpose of enabling 
would-be infringers, or others, to litigate the question 
of the validity of a patent, but for the sole purpose of 
determining priority of invention between two patent - 
able applications; or between a patentable application 
and a patent, or a reissue application. 

The press covered by the Bechman patent is a com¬ 
plicated machine and the expert tribunals of the 
Patent Office have been unanimous in their rulings. 
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“Under the rule uniformly adhered to in this Court, 
their decision will not be disturbed unless for obvious 
error.” (Landmark v. Hodgkinson, 31 App. D. C., 612; 
Weintraub v. Hewitt and Rogers, present term; 177 
0. G. p. 773). 

The appellants argument is, in my opinion, based 
wholly upon the false premise that the interference 
was properly declared at the outset; whereas it is clear 
that the interference was improperly instituted be¬ 
cause of the existence of the statutory bar, and because 
it was contrary to section 4886 and Rule 75 and Rule 
94 of the Patent Office. The Primary Examiner would 
not have instituted the interference but for the specious 
allegation in the Scott application 498,083 that it was 
“a division” of Scott's application 236,933. An inter¬ 
ference thus instituted in direct violation of the statute 
and rules should, of course, not be continued; and while 
R. S. Sec. 4904 limits an interference to the question 
of priority it does not prohibit nor prevent the disso¬ 
lution of an interference which was improper ab initio 
and in which a favorable decision or the question of 
priority could not avail the applicant. 

THE GRANT OF THE MANDAMUS ASKED FOR WOULD 
OVERTHROW THE ESTABLISHED RULES AND PRAC¬ 
TICE OF THE PATENT OFFICE REGARDING MOTIONS 
TO DISSOLVE. 

RULES 122 AND 130. 

To grant Scott and Scott a Mandamus compelling 
the Commissioner to reinstate the interference and 
cause the parties to take testimony therein on the 
question of priority, would overturn the established 
practice, and well considered Rules of the Patent Office 
regarding motions to dissolve. 


These Rules were promulgated for the purpose of 
facilitating the final disposition of interference pro¬ 
ceedings and lessening the excessive costs thereof, by 
enabling certain basic questions, absolutely essential 
to the institution or continuance of the interference, 
to be determined before the parties were put to the 
expense of taking testimony. 

Rule 122 of the Office provides: 

‘ ‘122. Motions to dissolve an interference (1) upon the 
ground that there has been such informality in declar¬ 
ing the same as will preclude a proper determination of 
the question of priority of invention, or (2) which deny 
the patentability of an applicant's claim, or (3) which 
deny his right to make the claim, or (4) which allege 
that counts of the issue have different meanings in the 
cases of different parties * * *. When in proper 

form the motion presented will be transmitted by the 
examiner of interferences, with the files and papers, to 
the proper primary examiner for his determination 
* * *. When the motion has been decided by the pri¬ 
mary examiner the files and papers, with his decision, 
will be sent at once to the docket clerk." 

Rule 130 provides: 

“130. Where the patentability of a claim to an oppo¬ 
nent is material to the right of a party to a patent, said 
party may urge the nonpatentability of the claim to his 
opponent at final hearing before the examiner of inter¬ 
ferences as a basis for the decision upon priority of 
invention, and upon appeals from such decision. (See 
163 0. G.. 490.) A party shall not be entitled to take 
such step, however, unless he has duly presented and 
prosecuted a motion under Rule 122 for dissolution upon 
the ground in question, or shows good reason why such 
a motion was not presented and prosecuted." (My 
italics.) 

It seems to me that appellants' argument as to these 
rules is distinctly self contradictory; on the first fif¬ 
teen pages of their brief they argue practically that 
when an interference is once declared it can only be 
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decided or determined upon the question of priority 
regardless of the fact whether or not it was properly 
declared in the first instance, or whether or not there 
is actually an interference in fact 

On page 16 they give their view as to what the sec¬ 
ond and third grounds upon which an interference 
may be dissolved under Rule 122 means, and there 
they say: 

“If a motion is brought under Rule 122 to dissolve, it 
is quite obvious that if the dissolution is based on the 
fact that the prior art anticipates the issue, then neither 
party is entitled to the claims and no award of priority 
need be made. It is, therefore, perfectly proper for 
the Commissioner of Patents to dissolve the interfer- 
ence.” (p. 16, App. brief.) 

The decision on such ground, however, does not 
touch the question of priority, and would be not only 
against one but against both of the interferants; and 
if the interference should have been improperly dis¬ 
solved both of them would be deprived of claims, 
without having an opportunity to take testimony to 
show that the invention is patentable to either of them. 

Again, on page 16 of appellants' brief, they say 
regarding the third ground of Rule 122: 

“When, however, the contention is made and sus¬ 
tained that one of the interferants has no right to make 
the claims, then it necessarily follows that the other 
party to the interference is the prior inventor." (My 
italics.) 

The Court will note that the Commissioner in this 
case distinctly affirmed the Examiner’s decision 'that 
Scott and Scott have no right to make the claims in 
issue." (Ex. B). 

As stated by this Court in Gold vs. Gold. (34 App. 
D. C. 229). 
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“When adjudged that one of the parties had no right 
to make the claims, injother words, that his description 
fails to show a conception of the invention of the issue, 
the other who thereby appeared to be the sole inventor, 
was necessarily entitled to the award and to his patent.** 
(My italics.) 

In this case (notwithstanding the fact that the Pri¬ 
mary Examiner, the Board, and the Commissioner 
have found that the interference was properly dis¬ 
solved) Scott is still seeking to take testimony not on 
the question of priority really (for the Commissioner's 
decision determined that point by finding that Bech- 
man was the only inventor) but apparently to try to 
prove that his original application does disclose the 
invention. 

Now, as a matter of fact, it is obvious that this ques¬ 
tion is purely ex parte because it is simply a question 
of patentability of the invention to Scott; and Scott 
had the right to try out this question by ex parte 
appeals in his earlier application. If Scott feels that 
he can establish this fact it is open to him to prosecute 
his case ex parte before the Primary Examiner, the 
Board, the Commissioner and the Court; but I respect¬ 
fully submit to the Court that Bechman should not be 
dragged into this ex parte matter; and that Bechman 
should not be put to the expense of attending the tak¬ 
ing of testimony by Scott in his effort to show that 
his original application disclosed the invention covered 
in the Bechman patent. 

If in any case an interference can be dissolved after 
institution without decision on the question of priority 
and appellants admit in their brief, page 16, that an 
interference can be properly dissolved on the second 
ground of the rule without a decision on the question 
of priority, why should it be necessary to take testi¬ 
mony on the question of priority under the third 
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ground of the rule when one of the parties has been 
held as in this case not entitled to claim the issue? 

The argument on page 17 of appellants' brief would 
make the Rule 122 ridiculous and the practice exceed¬ 
ingly burdensome. Rule 122 was instituted for the 
purpose of enabling an improperly declared inter¬ 
ference to be brought to the attention of the Commis¬ 
sioner and the error therein rectified; if the error 
went to the root of the interference then the inter¬ 
ference was to be dissolved and the parties saved 
needless expense and delay of taking testimony on the 
question of priority when no such question could arise; 
or when the facts showed that only one of the parties 
had invented the issue; or that the inclusion of the 
other party in the interference was a manifest error. 
But under appellants' construction of Rule 122 all of 
the costly proceedings, arguments and briefs of coun¬ 
sel on such motions and the time and expense of 
appeals from the Primary Examiner to the Board, and 
from the Board to the Commissioner, is for naught; 
and the rule amounts to nothing more than a notice 
to the office that at the final hearing on the question 
of priority the parties' right to make the claim or the 
patentability of the issue will be contested. 

It seems to me appellants' contention in this partic¬ 
ular is utterly absurd; rule 122 was put in for salutary 
purposes and it has had a most beneficial effect in sav¬ 
ing needless expense and needless litigation and pro¬ 
tracted interference proceedings where no interfer¬ 
ence exists; or where one party is not entitled to claim 
the issues. According to appellants' would-be con¬ 
struction of the rule a party who has successfully pre¬ 
vailed on a motion for dissolution, under rule 122, on 
the ground that his adversary has no right to make 
the claims and that the interference was improperly 
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declared, has gained nothing more than a right to 
reargue the same question before the examiner of 
interferences. And in this case Bechman, who pre¬ 
vailed on his motion before the Primary Examiner, 
and on appeal by Scott also prevailed before the Board; 
and on appeal by Scott again prevailed before the 
Commissioner, has yet gained nothing more than the 
right to reargue the question before the examiner of 
interferences. Such a construction would render 
the rule a delusion and a snare to the interferants, 
as the sole benefit which the moving party could 
obtain under appellants’ construction of the rule 
could have been just as well obtained without any 
expense or loss of time to either party by filing notice 
with the Commissioner after declaration of inter¬ 
ference that he will at the hearing argue the ques¬ 
tions which could now be raised under rule 122. 

If the Commissioner, after dissolving an interfer¬ 
ence on such a motion, can be compelled to reinstate 
it and fix times for final hearing on the moot question 
of priority and compel the parties to take testimony 
on the question of priority (which the Writ Scott and . 
Scott ask for would require), then Rule 122 had better 
be abrogated, and interferants hereafter saved the 
expense and delay of going through a useless form of 
presenting and contesting the motions provided for in 
said Rule. 

In Allen v. U. S. ex rel. Lowry, C. D. 1905, p. 653,26 
App. D. C., 8, the Court of Appeals says: 

“While we recognize the rule, as laid down in Hough¬ 
ton v. Payne (194 U. S., 88) and in other decisions of 
the Supreme Court, that if a practice is contrary to law, 
it is not made lawful by the practice of a department 
for a long period of time, yet due regard should be given 
to a practice which admittedly has prevailed for more 
than twenty-five years in proceedings of a judicial char- 
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acter, even should there be a reasonable doubt in the 
mind of the Court as to the proper construction to be 
placed upon a statute/' 

The Supreme Court said in Bate Refrigerating Com¬ 
pany vs. Sulzberger, (C. D., 1895,233; 70 0. G., 1633; 
157 U. S. 1): 

* * * if the statute be not so explicit as to pre¬ 
clude construction; if upon applying to it the established 
rules of interpretation; if looking at it in the light of 
previous legislation on the subject; if there be reason¬ 
able ground for adopting either one of two construc¬ 
tions; this Court, without departing from sound prin¬ 
ciple, may well adopt that construction which is is har¬ 
mony with the settled practice of the executive branch 
of the Government." 

To require an interferant to first present and try out 
such motions before the Examiner, the Board, and the 
Commissioner, and then, after having successfully done 
so, to go back to the beginning and (disregarding the 
motions and proceedings thereunder) take testimony 
on the question of priority and retry all the vital ques¬ 
tions which have been already decided in his favor— 
(simply because a Court might find the Commissioner 
erred in his decision on such motions)—is incompatible 
with common sense, justice, and equity practice. 

As a matter of fact Scott is not coming before this 
Court with a complete record, and the stipulated state¬ 
ment of facts does not disclose what Scott had at¬ 
tempted to do in his first application prior to the filing 
of the second application; and it does not disclose 
what Scott has since done in the original application, 
which points are material. But it seems to me that 
the entire contention, of appellants is contrary to 
equity and good practice; and that the result of issu¬ 
ing a mandate, in a case like the present, to compel 
the Commissioner to reinstate the dissolved interfer- 
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ence would entail not only great hardship and injus¬ 
tice upon Bechman in the present case, but upon hun¬ 
dreds of other interferants who have prevailed on 
motions to dissolve, and who if rule 122 should be 
given the limited construction asked by appellants, 
would have to be haled back into the office and in¬ 
volved in long and costly interference proceedings 
merely for the purpose of enabling the examiner of 
interferences to pass upon the questions under rule 
122, together with the moot question of priority. 

rule 126. 

Appellants' entire case rests upon their assertion 
that an interference once declared must be decided 
upon the question of priority; yet rule 126 of the 
patent office distinctly provides that 

“126. The examiner of interferences or the exam- 
iners-in-chief may, either before or in their decision on 
the question of priority, direct the attention of the 
Commissioner to any matter not relating to priority 
which may have come to their notice, and which, in 
their opinion, establishes the fact that no interference 
exists, or that there has been irregularity in declaring 
the same (Rule 122), or which amounts to a statutory 
bar to the grant of a patent to either of the parties for 
the claim or claims in interference. The Commissioner 
may, before judgment on the question of priority, suspend 
the interference and remand the case to the primary 
examiner for his consideration of the matters to which 
attention has been directed . From the decision of the 
examiner appeal may be taken as in other cases." 
(Rule 126.) 

And it frequently happens that the Commissioner 
does so refer a case, and if the Primary Examiner 
finds that no interference exists or that there is a 
statutory bar to the patent the interference will be 
dissolved; and from his decision appeal will be taken 
to the Board, and to the Commissioner. This rule 
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was cited and approved by this Court in Allen, Com¬ 
missioner of Patents, vs. U. S. ex rel Lowry et al VoL 
26, p. 8, App. D. C. 

SCOTT HAS NOT EXHAUSTED HIS 
LEGAL REMEDIES. 

The interference being dissolved Scott and Scott's 
application will be rejected as a matter of course upon 
the Bechman patent; they would have the right to 
contest this rejection on any ground which they may 
think proper to urge; and to appeal from such rejec¬ 
tion, in the regular course, to the Board, the Commis¬ 
sioner, and to the Court; and if successful they could 
then demand a reopening of the interference. 

Scott and Scott might have applied for a modifica¬ 
tion of the Commissioner’s decision and appealed there¬ 
from to the Court of Appeals, D. C., by filing notice of 
such appeal and reasons therefor in the Patent Office 
within forty days—exclusive of Sundays and holidays 
—from the date of rendition of the Commissioner’s 
decision. (See Rules XXI, XXII, XXVII, Court of 
Appeals, D. C.; and Rules 148,149,150 Patent Office.) 

If Rules are to be salutary they should be enforced, 
and he who takes the risk of disregarding or over¬ 
throwing well established Rules of the Patent Office 
and the Court, must abide the consequences. 

“Nothing is better settled than that the writ of man¬ 
damus cannot be used to perform the office of an appeal or 
writ of error, or granted in any case where there is 
another adequate remedy. (U. S. v. Duell, C. D., 1899, 
287; 86 0. G., 995; 172 U. S., 576, 586; In re Key, 189 
U. S., 84; ex parte Newman, 14 Wall., 152, 165; Sey¬ 
mour v. U. S., ex rel . South Carolina, C. D. t 1894, 174; 
66 0. G., 1167; 2 App. D. C., 240, 245; Seymour v. U. S., 
ex rel. Brodie, C. D., 1897, 372; 79 0. G., 509; 10 App. 
D. C., 567, 569.”)—[Moore v. U. S., ex rel. Lindmark, 
C. D., 1909, p. 486; 33 App. D. C., 597.] 
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DOES THE INTERFERENCE NOW EXIST? 


In pages 30 and 31 of appellants' brief the peti¬ 
tioners assume that because the Commissioner had 
stated in his decision, exhibit B, page 16, that Scott 
and Scott might have presented a motion ‘‘that formal 
judgment of priority be entered,” and because in his 
answer to the petition for mandamus the Commis¬ 
sioner remarked that “the relators may move for 
reconsideration of the Commissioner's decision dis¬ 
solving the interference and the entry in lieu thereof 
of an order awarding priority to Bechman”; that the 
interference must be considered as still extant 

This is fallacious for the reason that at the time the 
Commissioner rendered his decision (exhibit B) the 
relators had the right of appeal to the Court, their 
time had not expired and had they desired to appeal 
they could have done so. And this course was sug¬ 
gested to them by the Office and they chose to ignore 
it; and when they failed to file their appeal within 
the time allowed by law, the interference ipso facto 
became finally dissolved. 

If Scott and Scott had any doubt as to their right of 
appeal to the Court, they could have moved the Com¬ 
missioner to amend his decision (if they thought that 
necessary) to make it appealable; and filed their notice 
of appeal—they did not do so. Scott and Scott have 
not been deprived of any legal right by the Commis¬ 
sioner's denial of their petition; and a Writ of Man¬ 
damus could not properly be granted to save Scott and 
Scott from the consequences of their neglect, nor in 
any case to compel the Commissioner to reopen a 
finally dissolved interference. 

The suggestion in the Commissioner's answer 
(record, page 12) is a matter of grace and not of right, 
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for the interference has become finally dissolved; if 
Scott's counsel had followed the suggestion it would 
not have affected the decision nor reinstated the inter¬ 
ference, except possibly to extend appellants’ right of 
appeal from the amended decision. 

The interference, however, is not and cannot be now 
pending, for the final action of the Commissioner in 
the matter was to dissolve it. The examiner of inter¬ 
ferences lost jurisdiction of the interference when he 
returned the files to the Primary Examiner for his 
determination of the motion to dissolve, and since then 
the examiner of interferences has never regained 
jurisdiction of the case, because the interference be¬ 
ing dissolved by the Commissioner no longer exists, 
and if it can be reinstated at all it can only be rein¬ 
stated as a matter of grace by the Commissioner to 
include in his decree a formal award of priority and 
to, perhaps, save appellants from the results of their 
wilfully refusing to adopt the suggestion of the Com¬ 
missioner and their wilful and deliberate failure to 
file an appeal to this Court within the time allowed by 
the rules. 


Even if Scott is finally refused a patent by the Com¬ 
missioner and the Court in his ex parte application his 
legal rights are not exhausted for he could still file a 
Bill in Equity under R. S. §4915 against the Commis¬ 
sioner. 

In Allen, Commissioner of Patents, vs. U. S. ex rel. 
Lowry, C. D. 1905, p. 650, the Court says: 

“Should we affirm the decision of the court below, 
the reason for which are not set forth, and reverse the 
practice of the Patent Office as it has stood unchanged 
for at least twenty-five years, we would be placing still 
another burden of successive piecemeal appeals upon 
the unfortunate interferant in a proceeding which when 
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decided is not final, for, as we have shown, when the 
defeated party is an applicant, he can, if defeated in 
the Patent Office, proceed by bill in equity under section 
4915 of the Revised Statutes to obtain a patent and if 
one be finally awarded him he can again try the ques¬ 
tion of priority with his former successful antagonist 
under section 4918 of the Revised Statutes.” 

If Scott had made the invention prior to Bechman 
such fact would be available as a defense against the 
Bechman patent in any suit thereon against Scott or 
others. But interference proceedings are not declared 
nor prosecuted for the purpose of enabling a party to 
either establish a defense against a patent, nor to cast 
a cloud upon the title thereof. 

A denial of the Writ of Mandamus will not deprive 
Scott of the right to use any such defense against the 
Bechman patent; and the grant of Writ of Mandamus 
could not benefit Scott and Scott because under Sec. 
4886 R. S. their right to a patent is absolutely barred 
by reason of the prior publication of the Bechman 
patent, irrespective of the question of prior invention. 

“The interest of the relator, such as it is, is commer¬ 
cial. It is not a legal interest. If the proceeding is not 
allowed, and if the patent should be issued, the only 
way in which he could be disturbed would be by a suit 
for infringement upon the patent; and that he has 
expressly, by Act of Congress, the right to defend, 
and to interpose the matter which he now sets up as the 
reason for the issuing of the writ of mandamus. He 
would have the right to set that up as a complete defense 
to any action which the patentee might bring for infringe¬ 
ment of that patent.” (The United States of America 
ex rel. National Phonograph Co. v. Allen, Commissioner 
of Patents, 101 0. G., 1133; C. D. 1902, 571; Sup. Ct. 
D. C., Oct. 21, 1902.) 

Further, when a motion to dissolve is brought be¬ 
fore the Primary Examiner, as in this present case, on 
the ground of no interference in fact, or that it was 
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improperly declared and that neither party has the 
right to make the claim, it is obvious that the exam¬ 
iner who instituted the interference is being asked in 
such motion to admit that he was in error in so doing; 
and it is natural that the examiners should regard 
these motions with great disfavor, and in passing upon 
such motions they will use the utmost care and if pos¬ 
sible deny the motion, for otherwise it reflects upon 
their action in originally declaring the interference. 
In the present case the Primary Examiner who insti¬ 
tuted the interference found he had erred in so doing 
and that the interference should be dissolved. His 
decision was reviewed by the Board and sustained; 
and the Board's decision was reviewed by the Com¬ 
missioner and sustained; and on petition for rehear¬ 
ing the Commissioner's decision has been sustained. 
It, therefore, does not lie in appellants' mouth to as¬ 
sert that Scott has been lightly deprived of any right 
and it is a reflection upon the intelligence of the expert 
officials of the Patent Office to say that they have all 
erred in finding that Scott's original application does 
not disclose the issues; particularly as they have had 
the benefit and assistance of oral arguments and briefs 
of Scott's counsel in arriving at their determination 
as to what Scott's application does disclose. 

COSPER vs. GOLD AND GOLD. 

The cases of Cosper vs. Gold and Gold do not sup¬ 
port the contention of Scott and Scott that the parties 
should be compelled to produce testimony on the 
question of priority in the dissolved interference No. 
31,654. On the contrary in those cases this Court 
entertained an appeal from a decision of the Commis¬ 
sioner on a motion to dissolve without requiring any 
testimony on priority. 
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In said cases there had been motions to dissolve the 
interferences on the ground that Cosper was not 
entitled to make the claims. The Examiner granted 
the motions and dissolved the interferences. Cosper 
appealed in turn to the Examiners-in-Chief, and to 
the Commissioners, who affirmed the Examiner. 
Appeals were then taken to the Court of Appeals, who 
at first dismissed the appeals as merely interlocutory, 
and remanded the cases to the Patent Office. 

On return to the Patent Office, Cosper, in each case, 
petitioned the Commissioner to reconsider and reverse 
his decision that Cosper had no right to make the 
claims. And in case 648 Cosper also petitioned the 
Commissioner (as Scott and Scott did herein) to set 
times for taking testimony and final hearing. The 
Commissioner denied the petitions but said in connec¬ 
tion therewith: 

“In view of the above decisions it is thought that the 
Court will entertain an appeal from a final order entered 
in this case to the effect that Cosper is not the prior 
inventor of the subject matter of the issue. For the 
reasons stated above, my decision of June 1, 1909, will 
be modified as to the order dissolving the interference 
and in place thereof a final order will be entered holding 
that in view of the conclusions reached in said decision 
Cosper is not the prior inventor of the subject-matter 
of the issue of said interference.” (168 0. G., p. 788, 
2nd Col.; 36 App. D. C. 302.) 

Appeals were then taken from such decision to this 
Court, no testimony having been taken in either case. 

A motion was submitted by the Appellees to dismiss 
the appeal for want of jurisdiction, on the ground 
that— 

“(1) The decisions appealed from are not final.” 

“(2) Because the appeal to the Commissioner was 
from a decision dissolving the interference, and he had 
no j urisdiction to render any decision as to priority. (3) 
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The decision that the appellant was not the prior inven¬ 
tor is not one within the jurisdiction of the court of 
review. (4) The decision of the Commissioner in legal 
effect affirms the decision dissolving the interference 
and is interlocutory only. ” (168 0. G., p. 788, 2nd Col.; 

36 App. D. C., 302.) 

This Court said: 

“The questions raised on the motion to dismiss have 
been forcibly presented, and it is not without difficulty 
that we have arrived at the conclusion that the Commis¬ 
sioner had jurisdiction to render the decision, denying 
priority to Cosper, and that his dicision is such a finality 
as to authorize this Court to take jurisdiction of the 
appeal therefrom.” (168 0. G., 790 1st col.) 

This, I think, answers fully the argument of appel¬ 
lants that they must be permitted to take testimony 
on the question of priority before they could appeal. 

In considering the motion to dismiss, this Court said 
further: 

“To determine what the decision is from which an 
appeal is prosecuted, the Court will look to its substance, 
its necessary legal effect and operation, rather than to 
its mere form.” (Moore v . Heany, 34 App. D. C., 31- 
39; 149 0. G., 831). 

“In the two-party case (No. 649) the necessary effect 
of the order declaring that Cosper was not the prior 
inventor, was to award priority to his opponent, Egbert 
H. Gold * * * it having been decided that he was 
not entitled to make the claims, the resulting decision 
that he was not the prior inventor was in substance and 
effect a decision that Egbert H. Gold was the prior 
inventor. In that case the decision was necessarily final 
and appealable.” (168 0. G., p. 788, 2nd col. My 
italics.) 

In the second case, No. 648, the Court said: 

“While the effect of the decision in this case that 
Cosper was not the prior inventor, was an award of 
priority against him as to each separate opponent, as in 




27 


No. 649, it was not a final decision of priority in favor 
of either opponent as against the other. It was, never¬ 
theless, a final decision against Cosper.'' * * * 

“In the present case there was no question as to the 
regularity of the application, but solely as to the right 
of Cosper to make the claims under the specifications of 
that application. 11 * * “Under the practice estab¬ 

lished by the decision in Podlesak v. Mclnnemey (26 
App. D. C. 399; 120 0. G., 2127) two questions arise in 
every interference case where the right of one party to 
make the claims of the issue is presented on a motion 
to dissolve on that ground—the right to make the claims 
and the priority of invention. If the first shall be 
decided adversely to the claimant the formal award of 
priority goes to his opponent as a matter of course/' 
(168 0. G., 789,1st col.) 

In Cosper vs. Gold and Gold, therefore, this Court 
entertained an appeal from a decision of the Commis¬ 
sioner dissolving the interference without any testi¬ 
mony having been taken on the question of priority; 
and although it found that in one of the interferences 
the question of priority must be subsequently 
determined on testimony to be taken. 

“ * * * when the award of priority rests solely, 
from first to last, on the preliminary decision against 
the right of a party to make the claims, the reversal of 
that decision may not, in the majority of instances, put 
an end to the litigation/' (168 0. G., 789, 2nd col.) 

“When the decision is against the right of the party 
to make the claims and the award of priority to the 
opponent is on that ground alone, the whole case is 
brought up on appeal to the Commissioner. If the 
decision is held erroneous, and the right to priority is 
not determinable on the record made by the preliminary 
statement of the other party, the case goes back for the 
taking of the necessary testimony on the issue of the 
fact/’ (168 0. G., p. 789, 2nd col.) 

In the present case the Commissioner expressly 
affirmed the Board's express affirmation of the Exami¬ 
ner's decision; and the Examiner expressly decided 
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that Scott and Scott were not entitled to make the 
claims (see sixth ground of the motion to dissolve) 
and in the Examiner's decision it was expressly stated 
that “Scott is not entitled to make the claims," (pp. 
6-7 Mss. decision of the Examiner); and “Scott has no 
right to make the claims," (p. 7 Ibid). 

HAS THIS COURT AUTHORITY TO ISSUE 

THE WRIT OF MANDAMUS ASKED FOR ? 

Mandamus will lie to compel a ministerial officer to 
do what is required of him by law; but will not lie to 
reverse his action when taken. Holloway vs. White- 
ley, 71 U. S. 522; 18 L. Ed. 335. Decatur vs. Pauld¬ 
ing, 14 pet. 515. 

The Commissioner's decision dissolving the inter¬ 
ference was essentially a judicial act, and, therefore, 
this Court is not authorized to review or direct such 
action by a Writ of Mandamus. 

“No question has or can be raised that the Commis¬ 
sioner of Patents has the right to regulate the conduct 
of proceedings in the Patent Office, including thereunder 
interference proceedings, by lawful rules, provided they 
are approved by the Secretary of the Interior, as the 
rule in question has been." (Sec. 483 U. S. Rev. Stat. 
Allen v . The United States of America, ex rel. Lowry 
and Planters Compress Company, C. D., 1905, p. 645, 
26 App. D. C., 8.) 

The Supreme Court of the U. S., in Bayard vs. U. 
S. (127 U. S., 426 at page 250), said: 

“The writ of mandamus is a remedy to compel the 
performance of a duty required by law, where the party 
seeking the relief has no other legal remedy and the 
duty sought to be enforced is clear and indisputable." 
(C. D., 1907, p. 686.) 

In Kirwin vs. Murphy (189 U. S., 55) the Court 

quoted with approval the following passage found in 
tne case of Litchfield vs. The Register and Receiver 

(9 Wall. 577,579). 
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4 ‘The principle has so repeatedly been decided in this 
Court, that the judiciary cannot interfere either by 
mandamus or injunction with executive officers such as 
the respondents here, in the discharge of their official 
duties, unless those duties are of a character purely 
ministerial, and involving no exercise of judgment or 
discretion that it would be useless to repeat it here.” 
(C. D. 1907, p. 687). 

The function of the Writ of Mandamus in the law 
is well settled. It lies simply for the enforcement of 
the performance of some act or duty required by law 
to be performed, in the performance of which the 
applicant for the writ is interested, or by the non¬ 
performance of which he is aggrieved or injured, and 
when there is no other specific legal remedy. (3 
Blackst, Com., 110; 4 Bac. Abr. 495; Legg vs. Mayor 
of Anapolis, 42 Md., 203; Knox County vs. Aspinwall, 
24 How, 376; United States vs. Boutwell, 17 Wall., 604 
Brownville Taxing District vs. Loague, 129 U. S., 493; 
ex parte Pennsylvania Company, 137 U. S., 451). 
Morris, J., 79 0. G., 509 C. D. 1897, pages 373,374 lb. 

In Moore vs. United States ex rel. Lindmark, C. D. 
1909, 486, 33 App. D. C., 597, this Court said: 

“The Commissioner of Patents in passing upon appli¬ 
cations or deciding controversies between rival appli¬ 
cants for patent of the same invention, exercises power 
that is essentially judicial. For that reason, Congress 
has the power to provide for a review of his decisions 
by appeal to the courts. (U. S. v. Duell, C. D., 1899, 
287; 86 O. G., 995; 172 U. S., 576)”. 

The Commissioner may, on appeal from a decision in 
an interference case, declare that there is no conflict in 
fact between the two applications and remand both to 
be allowed, or declare that the subject-matter of the 
issue is not patentable at all, and remand both for vaca¬ 
tion of the order allowing them and an entry of rejec¬ 
tion. (Cushman v . Lines C. D., 1897, 346; 78 O. G., 
2051; 10 App. D. C., 156; Seymour v. Brodie C. D., 1897, 
372; 79 O. G., 509; 10 App. D. C., 567—Schupphaus v. 
Stevens, Decided Feb. 7, 1901, 950 G. f 1452, C. D. 1901, 
page 369). 




In Drawbaugh vs. Commissioner of Patents (C. D., 
1896, 535; 77 0. G., 313; 9 App. D. C., 219), this Court 
said: 

4 ‘The Commissioner is the head of the bureau, and he 
is responsible for the general issue of that bureau. If, 
therefore, there may be any substantial, reasonable 
ground, within the knowledge or cognizance of the 
Commissioner, why the patent should not issue, whether 
the specific objection be raised and acted upon by the 
Examiners or not, it is his duty to refuse the patent.” 

In Seymour, Commissioner of Patents, vs. United 
States, ex rel . Brodie, (C. D., 1897, 372; 79 0. G., 509, 
25 W. L. R. 182), it was held that mandamus would 
not lie to compel the Commissioner of Patents to rein¬ 
state an interference dissolved by him upon the 
ground that the issue was not patentable when the 
question of priority came before him on appeal. 

In Hopkinson vs. Hunter (C. D. 1896,1; 74 0. G., 
653) Commissioner Seymour terminated an inter¬ 
ference without deciding priority where it conclusively 
appeared that it was not possible to issue a patent to 
the applicant. (Anderson and Dyer vs. Lowry, 
Decided Oct. 16,1899, 89 0. G., 1861, C. D.; 899 page 
230-234). 

The statute has imposed upon the Commissioner of 
Patents the superintending or performing of all duties 
relating to the granting and issuing of patents, any 
rule that would prevent the Commissioner from exer¬ 
cising such power would be invalid. (Anderson and 
Dyer vs. Lowry, 89 0. G., 1861, C. D., 1899, p. 231 Syl). 

“This Court has no original jurisdiction to direct and 
supervise the administration of the affairs in the Patent 
Office. The allowance of this petition and the issuance 
of the order, such as prayed for therein, would be an 
assumption of power such as this Court does not 
possess. (C. D., 1908, 546; 137 0. G. 733; 32 App. D. 
C., 6).” Moore v . U. S., ex rel. Landmark, C. D., 1909, 
p. 488; 33 App. D. C., 597). 
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“Nor is it apparent to us how, in a legal sense, it 
could benefit the relator to have the action of which he 
seeks the performance. If a reinstatement of the inter¬ 
ference were ordered, the result would be necessarily 
either that the Commissioner would hold that he was 
not the original inventor of the device in controversy, 
and that this Court would likewise so hold, or else that 
judgment of priority might finally be awarded in his 
favor; but certainly the first alternative would not 
benefit him, and the second would not place him in any 
better position legally than that in which he is now.” 
(Norris J. Seymour v. United States of America, ex. 
rel. Brodie 79 0. G., 509; C. D. 1897, 374). 25 W. L. 
R., 182. 

SUMMARY. 

In my opinion appellants do not come before this 
Court in a way to entitle them to favorable considera¬ 
tion. It appears they have not attempted to prosecute 
their application ex parte (which is a right obviously 
open to them) and they have not asked the Commis¬ 
sioner to modify the phraseology of his decision if 
they really thought that necessary to enable them to 
file an appeal direct to this Court. If appellants really 
believe that the Patent Office officials are not right in 
their decisions as regards the showing in Scott's orig¬ 
inal application, they have their legal ex parte remedy. 
But they have refused thus far to avail themselves of 
it; and if they wish to obtain a review by this Court 
of the Commissioner's decision they had the oppor¬ 
tunity to appeal and failed to avail themselves of it, 
on what I consider a specious claim that this Court 
would not take jurisdiction of the question; and they 
failed to even try to get this Court to take jurisdic¬ 
tion of the case by filing an appeal. 

And furthermore, when the Commissioner offered 
to modify his decision to make it in terms award pri¬ 
ority to Bechman, (as in Cosper vs. Gold) appellants 
would not ask for any such modification. 
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The moot case stated by appellant, page 34, is not 
the case here before the Court nor has it any bearing 
thereupon that I can see. 

The complaint that the Commissioner cannot term¬ 
inate an interference without actually entering an 
order deciding priority does not lie well in appellants' 
mouth (p. 35), because in the present case while the 
Commissioner did not make such an order in his orig- 
inal decision, he distinctly suggested to Scott that he 
would make such an order if he wished, but Scott did 
want such ap order and purposely refused to ask 
_ for it; and yet he now comes into this Court and com- 

plaShs^that-his right of appeal has been cut off. 

I submit that the attitude of appellants in the mat¬ 
ter evidences more a desire to harrass Bechman by 
prolonging the interference cloud upon his patent, 
than it does to obtain a review of the Commissioner's 
decision by this Court. 

CONCLUSIONS. 

It is my opinion the Writ should be denied (1) Be¬ 
cause the Commissioner's action was right and proper, 
and is not subject to control by Mandamus; (2) Be¬ 
cause the appellants have not been deprived of any 
legal right by the action of the Commissioner; (3) Be¬ 
cause the appellants have other legal means to review 
the Commissioner's action; (4) Because the appellants 
did not follow the usual and proper legal procedure 
after the decision of the Commissioner; (5) Because 
the grant of the Writ would over-turn established 
Rules of Practice of the Office. 

All of which is respectfully submitted for the con¬ 
sideration of the Court. 

Arthur E. Dowell, 
Amicus Curim. 


Washington, D. C., May 4,1912. 












